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THE FUTURE OF DESIGN PROTECTION IN THE
UNITED STATES: AN ANALYSIS OF THE

PROPOSED DOMESTIC SYSTEM IN VIEW OF
RECENT DEVELOPMENTS IN THE UNITED

KINGDOM, NEW ZEALAND, AND AUSTRALIA

The concept of industrial design developed late in the nine-
teenth century.1 With the advent of mass production, manufacturers
realized that functional consumer products could be improved
through the application of aesthetically pleasing design features.
The practice of designing functional products with some thought to
aesthetics, or "industrial design," was quickly accepted because aes-
thetically pleasing products outsold less attractive ' products in the
marketplace.2 As the significance of good design became apparent,
industrial designers saw a need to protect their creations from
others who chose to copy successful designs so as to avoid the costs
of development. In response, the industrial nations of the world
have developed various forms of protection for industrial designs.8

The United States has stood alone throughout this century with
a singularly inadequate form of design protection.4 The design pat-

1. Industrial design has its roots in the division of design and production which
occurred during the Industrial Revolution. Before that time, design and production
had been united in the individual craftsman. The first attempt to reunite manufac-
ture and design in the industrial age arose out of the Arts and Crafts movement in
late nineteenth century England. Craftsmen "revolted against the derivative cheap-
ness and ugliness of machine-made products and attempted to resurrect the ideals of
good craftsmanship by resurrecting the craftsman himself." R. CAPLAN, By DESIGN 40
(1982).

The Arts and Crafts movement did not succeed in turning back the clock, but it
did force manufacturers to think anew about how machine-made products should
look. The initial response of industry was to reintroduce design in the form of "ap-
plied art," art that was literally applied to a product at the end of the production
process. Applied art has remained as one approach to design, but industrial design
took its greatest step forward with the formation of the Bauhaus in the early 1920's.
The Bauhaus emphasized the importance of geometry, precision, simplicity, and
economy, and introduced the maxim that form should follow function. See generally
id. at 32-33, 39-40; C. LORENZ, THE DESIGN DIMENSION 10-24 (1986).

2. "Between two products equal in price, function, and quality, the better look-
ing will outsell the other." R. LoEwY, INDUSTRIAL DESIGN 10 (1979).

3. Summaries of the design protection laws throughout the world are readily
available. See, e.g., Manual for the Handling of Applications for Patents, Designs
and Trade Marks throughout the World (Octrooibureau los en Stigter, Amsterdam)
(1986). The legal and economic significance of protection by designs and models has
recently received extended consideration from the Association Internationale pour Ia
Protection de Ia Propriete Industrielle (AIPPI). See AIPPI Annuaire 1985/III.

4. See 133 CONG. REc. E49 (daily ed. Jan. 7, 1987) (introductory remarks of
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ent system, ostensibly intended to promote the ornamental design of
useful articles, has failed to effectuate its purpose because of the
strict requirement that designs must be unobvious to be patentable.5

The concept of obviousness is borrowed from the law of useful in-
ventions and has had disastrous results as applied to designs. In ad-
dition, copyright is generally not available as an alternative for de-
signers because Congress has excluded the general domain of
industrial design from copyright protection.'

Many bills have been introduced in Congress over the years
which have proposed a modified copyright approach to the design
protection dilemma.7 In January of 1987, Representative Carlos J.
Moorhead of California introduced the most recent bill to create a
new form of protection for industrial designs. This bill would pro-
vide ten years of copyright-like protection for original industrial
designs.'

In contrast to the United States, viable forms of design protec-
tion exist in the United Kingdom,9 New Zealand,10 and Australia.1

Representative Carlos J. Moorhead regarding newly proposed legislation for the pro-
tection of industrial designs).

5. See 35 U.S.C. § 171 (1982) (design patent statute). Section 171 incorporates
by reference section 103 of Title 35, which sets forth the test for obviousness. See 35
U.S.C. § 103 (1982). See infra notes 25-33 and accompanying text for a more extended
discussion of the obviousness test.

6. See infra notes 37-58 and accompanying text.
7. The first legislative efforts to create a new system of protection tailored to

the needs of industrial designers took place in 1914. In re Nalbandian, 661 F.2d 1214,
1218 n.1 (C.C.P.A. 1981) (Rich, J., concurring) (discussion of reform attempts). At-
tempts at reform have been more or less continuous since that time. A listing of the
various bills up to 1975 was recorded in the House hearings of that year on copyright
law revision. See Copyright Law Revision: Hearings on H.R. 2223 Before the Sub-
comm. on Courts, Civil Liberties and the Administration of Justice of the House
Comm. on the Judiciary, 94th Cong., 1st Sess. 1007 (1975).

Design protection proposals have been introduced in each of the last several Con-
gresses. See Wamsley, Legislation - Enacted and Proposed - Changing U.S. Intel-
lectual Property Law, in DEVELOPMENTS 1985 at 321, 342 (D. Banner, ed.) (address
delivered at the 29th Annual Conference on Intellectual Property Law, The John
Marshall Law School, Feb. 21, 1985). Two recent developments suggest that Congress
may be more likely to enact such legislation today than it was in the past. First,
Congress recently passed legislation to protect semiconductor chips which was sub-
stantially modelled after the recent design protection proposals. Id. Second, the Jus-
tice Department, which in the past opposed new design protection legislation, see
infra notes 62-63 and accompanying text, has now turned full swing to promote in-
creased protection for intellectual property. See R. Andewelt, Address to the Patent,
Trademark and Copyright Section of the American Bar Association (London, July 16,
1985) (discussing Antitrust Division's perspective on intellectual property), reprinted
in 30 PAT. TRADEMARK & COPYRIGHT J. (BNA) No. 739, at 319 (July 25, 1985); McMa-
hon, Patents Better Protected, But Look Who's Getting Them, Wall St. J., Mar. 4,
1986, at 28, col. 3.

8. H.R. 379, 100th Cong., 1st Sess. (1987). H.R. 379 is similar in many respects
to its immediate predecessor, H.R. 1900, 99th Cong., 1st Sess. (1985).

9. See infra notes 66-140 and accompanying text.
10. See infra notes 145-206 and accompanying text.
11. See infra notes 207-228 and accompanying text.
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In the United Kingdom, controversial developments in the field of
design protection over the past decade have spurred efforts toward
legislative reform.'" Similarly, in New Zealand, recent case law de-
velopments have had a striking effect on the scope of protection for
designs.' s Australia has the most modern comprehensive legislation
in the area of design protection, having enacted major amendments
to its design legislation in 1981." The experiences of these countries
in the field of design protection constitute a valuable comparative
backdrop against which the most recent American proposal may be
judged.'5

This article will examine the current status of design protection
in the United States and identify the inadequacies inherent in the
present system.' 6 The discussion will then shift to consider the
much stronger systems of design protection which exist in the
United Kingdom, New Zealand, and Australia. The article will
demonstrate that while the United States has largely neglected pro-
tection for designers, the Commonwealth countries have created
such broad systems for the protection of designs that competition

12. See INTELLECTUAL PROPERTY AND INNOVATION, CMND. 9712 (Apr. 1986); see
also infra notes 127-40 and accompanying text.

13. See, e.g., Johnson & Assocs. v. Bucko Enters. [1975] 1 N.Z.L.R. 311
(N.Z.S.C.) (expanding scope of copyright to include industrial designs); Wham-O
Mfg. Co. v. Lincoln Indus. [1984] 1 N.Z.L.R. 641 (N.Z. Ct. App.) (upholding copyright
in toy flying discs); Alwinco Prods. Ltd. v. Crystal Glass Indus. [1985] 1 N.Z.L.R. 716
(N.Z. Ct. App.) (finding infringement of copyrighted design for caravan window
frame); Frank M. Winstone Ltd. v. Plix Prods. Ltd. [1985] 1 N.Z.L.R. 376 (N.Z. Ct.
App.) (granting effective monopoly to owner of copyright in kiwi fruit shipping trays).

14. Designs Act 1906-1981 (Aust.).
15. Proponents and opponents of design protection legislation in many respects

must base their arguments on speculation and assumptions because the United States
has never had a viable form of design protection. See, e.g., Denicola, Applied Art and
Industrial Design: A Suggested Approach to Copyright in Useful Articles, 67 MINN.
L. REV. 707, 727 (1983). Thus, the experiences of other nations which have such pro-
tection provide a more objective basis for analysis. Opponents of design protection
have suggested that increasing protection for designs would not serve the goal of pro-
moting the art of industrial design. See, e.g., id. at 722-23. An analogy to the patent
system refutes this charge. If "free riders" may copy useful inventions with no fear of
retribution, investment into research and development is discouraged. McMahon,
supra note 7, at col. 4. In contrast, "companies that invest heavily in research and
development have about three times the growth rate, twice the productivity rate, one-
sixth the price increases and nine times the employment growth of companies with
low R&D investment." Id. Protection of creative efforts through intellectual property
law therefore benefits both the intellectual property owner and society as a whole.
See Harper & Row, Publishers, Inc. v. Nation Enters., 471 U.S. 539 (1985) (copy-
right); Dawson Chemical Co. v. Rohm & Haas Co., 448 U.S. 176 (1980) (patents);
International News Serv. v. Associated Press, 248 U.S. 215 (1918) (general field of
intellectual property); Hanover Star Milling Co. v. Metcalf, 240 U.S. 403 (1916)
(trademarks); Scandia Down Corp. v. Euroquilt, Inc., 772 F.2d 1423, 1430 (7th Cir.
1985), cert. denied, 106 S. Ct. 1801 (1986); Baird, Common Law Intellectual Property
and the Legacy of International News Service v. Associated Press, 50 U. Cm. L. REV.
411 (1983).

16. See infra notes 17-58 and accompanying text.
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has significantly suffered as a result. Finally, the proposal embodied
in the Moorhead bill is reviewed. The article concludes that the
modified copyright approach of the Moorhead bill would create a
much improved system of design protection in the United States
without significantly hindering competition, and recommends that
the bill be enacted.

CURRENT STATUS OF DESIGN PROTECTION IN THE UNITED STATES

The current United States system of design protection excludes
many worthy designs. Two avenues are open to the designer who
creates an ornamental design for a useful article. First, the designer
may apply for a design patent.1 7 Second, the designer may attempt
to copyright his design."8 Only a few designs, however, are the ap-
propriate subject for a design patent,"0 and Congress has clearly ex-
pressed its intent that the general domain of industrial design
should be excluded from the copyright system.2"

The Design Patent System

A design patent may be granted for "any new, original and or-
namental design for an article of manufacture."'" The statutory re-
quirements for obtaining a design patent are much the same as
those for utility patents,22 except that a design must be "ornamen-
tal,''ss in contrast to having some practical utility.24 The major prob-

17. See 35 U.S.C. § 171 (1982). Ostensibly, the purpose of the design patent
statute is to promote the progress of the art of industrial design. See U.S. CONST. art.
I, § 8, cl. 8; In re Laverne, 356 F.2d 1003, 1006 (C.C.P.A. 1966), overruled on other
grounds, In re Nalbandian, 661 F.2d 1214 (C.C.P.A. 1981).

18. See 17 U.S.C. §§ 101 et. seq. (1982). Works of art need only be original to
qualify for copyright protection. 17 U.S.C. § 102 (1982). Originality in the copyright
sense means only that the work of art must be the original creation of an author who
did not copy the work from another. See Sheldon v. Metro-Goldwyn Pictures Corp.,
81 F.2d 49, 53-54 (2d Cir.) (Hand, J.), cert. denied, 298 U.S. 669 (1936). The sticking
point to obtaining a copyright in an industrial design lies in the interpretation of
what constitutes a work of art. See infra notes 40-58 and accompanying text.

19. "[A] design patent is exceedingly difficult to obtain." Heritage Quilts, Inc. v.
New Haven Comfort Prods., Inc., 466 F. Supp. 229, 230 (S.D.N.Y. 1979). In 1975, the
Patent & Trademark Office issued only 3,600 design patents. See Schnadig Corp. v.
Gaines Mfg. Co., 620 F.2d 1166, 1168 n.2 (6th Cir. 1980).

20. See H.R. REP. No. 1476, 94th Cong., 2d Sess. 55 (1976) ("although the shape
of an industrial product may be aesthetically satisfying and valuable, the Commit-
tee's intention is not to offer it copyright protection"), reprinted in 1976 U.S. CODE
CONG. & AD. NEws 5659-5801 [hereinafter H.R. REP. No. 1476].

21. 35 U.S.C. § 171 (1982).
22. Utility patents are granted for inventions, which include new and useful

processes, machines, manufactures, compositions of matter, or improvements thereof.
35 U.S.C. § 101 (1982) (defining patentable inventions). The statutory requirements
for obtaining a utility patent are that the invention must be new or novel, useful, and
unobvious. 35 U.S.C. §§ 101-03 (1982).

23. 35 U.S.C. § 171 (1982).
24. The statutory requirement of ornamentality, as opposed to utility, means
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lem with the design patent system lies in the fact that, like inven-
tions, designs must be non-obvious to be patentable.25

The concept of non-obviousness has its origin in the law of use-
ful inventions and it is ill-suited to designs." Under this concept,
the patentability of a design depends on whether the differences be-
tween the prior art2 7 and the design are such that the design would

that a design must convey at least a minimal aesthetic impact. 2 A. DELLER, WALKER
ON PATENTS § 160 (1964). Additionally, even designs which display some aesthetic
qualities are unpatentable if the overall design primarily serves a utilitarian purpose
or is a response to problems of usage. See Kwik-Site Corp. v. Clear View Mfg. Co.,
758 F.2d 167, 171-72 (6th Cir. 1985) (design patent held invalid because novel fea-
tures of see-through mount for telescopic rifle sight served only functional purposes);
Point Plastics, Inc. v. Rainin Instrument Co., 225 U.S.P.Q. 519, 523 (N.D. Cal. 1984)
(design patent for pipette tip rack held invalid on basis that design was primarily
functional); Parke v. Milton Indus., No. 82 C 6220, slip op. (N.D. Ill. Mar. 27, 1984)
(design patent for compressed air blow gun held invalid because the novel design was
a response to problems of usage).

25. See In re Nalbandian, 661 F.2d 1214, 1218 (C.C.P.A. 1981) (Rich, J.,
concurring).

26. The obviousness test of section 103, which was first codified in the Patent
Act of 1952, replaced the vague standard of "invention" which was the previous test
of patentability. An early Supreme Court case, Hotchkiss v. Greenwood, 52 U.S. (11
How.) 248 (1850), provides the basis for the obviousness test. In Hotchkiss, the Court
attempted to define the test of "invention" for useful inventions. The Court con-
cluded that an inventor must display more ingenuity and skill than that "possessed
by an ordinary mechanic acquainted with the business," for otherwise there would be
"an absence of that degree of skill and ingenuity which constitute essential elements
of every invention." Id. at 266.

The Hotchkiss case was never overruled, but the courts gradually drifted away
from the rule of Hotchkiss to a much stricter standard of patentability. See, e.g.,
Jungersen v. Ostby & Barton Co., 335 U.S. 560, 572 (1945) (Jackson, J., dissenting)
(discussing judicial hostility towards patents and noting that "the only patent that is
valid is one which this Court has not been able to get its hands on"). Congress en-
acted section 103 to restore vitality to the patent system through a return to the more
liberal standards of the Hotchkiss era. See generally Reiner v. I. Leon Co., 285 F.2d
501, 503 (2d Cir. 1960) (Hand, J.), cert. denied, 366 U.S. 929 (1961); Lyon v. Bausch
& Lomb Optical Co., 224 F.2d 530, 535-37 (2d Cir.), cert. denied, 350 U.S. 911 (1955).
Section 103, however, was drafted to apply to useful inventions, and "with no thought
at all of how it might affect designs." In re Nalbandian, 661 F.2d 1214, 1218 (C.C.P.A.
1981) (Rich, J., concurring). The difficulty of finding "invention" or "unobviousness"
in a design has had ruinous results in the design patent field. See e.g., Reichman,
Design Protection in Domestic and Foreign Copyright Law: From the Berne Revi-
sion of 1948 to the Copyright Act of 1976, 1983 DUKE L.J. 1143, 1223-24 (noting that
courts have required an exceptionally large "inventive" step in the case of designs);
Commissioner of Patents and Trademarks Gerald Mossinghoff, Address to the Ameri-
can Bar Association Patent, Trademark and Copyright Law Section (New Orleans,
Aug. 8, 1981) (concept of obviousness is poorly suited to designs).

27. "Prior art" is implicitly defined in section 102 of Title 35. 35 U.S.C. § 102
(1982). The prior art includes all the technology available in the public domain at the
time the design was created. See Kimberly-Clark Corp. v. Johnson & Johnson, 745
F.2d 1437, 1453 (Fed. Cir. 1984) (prior art is that knowledge, including what would be
obvious from it at a given time, available to a person of ordinary skill in an art); see
also Graham v. John Deere Co., 383 U.S. 1, 6 (1966) ("Congress may not authorize
the issuance of patents whose effects are to remove existent knowledge from the pub-
lic domain").

19861
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have been obvious at the time it was created to an ordinary designer
who designs articles of the type in question.2 8 The concepts which
are applicable to obviousness determinations with respect to useful
inventions, however, are of minimal value in the case of designs be-
cause appearance, in contrast to utility, is the key factor in the de-
termination.29 Moreover, the secondary considerations"0 which may
have a bearing on the question of obviousness for useful inventions
are of little help to the design patent applicant because it is difficult
to quantify the extent to which good design contributes to the suc-
cess of a product.81 The result is that the courts must evaluate the
patentability of designs from a subjective viewpoint, finding designs
patentable or unpatentable based on judicial "hunches. 31 The sub-

28. 35 U.S.C. § 103 (1982); see also In re Nalbandian, 661 F.2d 1214, 1217
(C.C.P.A. 1981) (rejecting "ordinary observer" test of obviousness for designs and
adopting "ordinary designer" test).

29. For example, concepts such as improved usefulness, unexpected results, and
mechanically unrelated or nonanalogous art are often helpful in determining whether
a useful invention would have been obvious at the time it was made. These objective
concepts have no relation to appearance, however, which is controlling on the issue of
obviousness with respect to designs. See e.g., In re Glavas, 230 F.2d 447, 450
(C.C.P.A. 1956); Blumcraft v. Brenner, 247 F. Supp. 978, 980 (D.D.C. 1965).

30. The name "secondary considerations" may be misleading. All those objec-
tive indicia of obviousness or non-obviousness which are not mentioned in the section
103 obviousness test constitute secondary considerations. See Fromson v. Advance
Offset Plate, Inc., 755 F.2d 1549, 1557 (Fed. Cir. 1985). The considerations include
factors such as commercial success due to the merits of the invention, long felt but
unsolved needs, and prior failures of others. Id.; see also Graham v. John Deere Co.,
383 U.S. 1, 17-18 (1966); W.L. Gore & Assocs., Inc. v. Garlock, Inc., 721 F.2d 1540,
1555-56 (Fed. Cir. 1983), cert. denied, 469 U.S. 851 (1984). Secondary considerations,
when present, must always be considered in determining the obviousness issue in the
case of useful inventions. Fromson, 755 F.2d at 1556. These objective factors may
often be the most probative evidence on the obviousness issue for useful inventions.
Id.; Ashland Oil, Inc. v. Delta Resins & Refractories, Inc., 776 F.2d 281, 306 (Fed. Cir.
1985), cert. denied, 106 S. Ct. 1201 (1986); Stratoflex, Inc. v. Aeroquip Corp., 713
F.2d 1530, 1538 (Fed. Cir. 1983).

31. Unfortunately, in an action for infringement of a design patent there are
rarely any of the 'signposts' of patentability which enable an objective evalua-
tion of the obviousness vel non of utility inventions. Since the design patent
covers only optional esthetic features, there is never a long-felt need or an un-
successful search, and it is rarely possible to allocate the specific portions of
the profits on a commercial product which are respectively attributable to its
utilitarian advantages and its visual appeal. Thus, in the final analysis, a
court's evaluation of the patentability of a design is essentially subjective and
personal artistic tastes are unpredictable and inexplicable - one viewer's mu-
ral is another's graffiti.

Plantronics, Inc. v. Roanwell Corp., 403 F. Supp. 138, 159-60 (S.D.N.Y. 1975), affd,
535 F.2d 1397 (2d Cir.), cert. denied, 429 U.S. 1004 (1976); see also Litton Sys., Inc.
v. Whirlpool Corp., 728 F.2d 1423, 1443 (Fed. Cir. 1984) (noting that commercial suc-
cess presents a special problem in design patent cases because it is difficult to estab-
lish a nexus between commercial success and the merits of the design).

32. In re Nalbandian, 661 F.2d 1214, 1218 (C.C.P.A. 1981) (Rich, J., concur-
ring); see also Rains v. Niaqua, Inc., 406 F.2d 275, 278 (2d Cir.), cert. denied, 395
U.S. 909 (1969); Hygenic Specialties Co. v. H.G. Salzman, Inc., 302 F.2d 614, 618 (2d
Cir. 1962) (concept of invention is elusive as applied to designs); In re Bartlett, 300
F.2d 942, 944 (C.C.P.A. 1962) (patentability of designs rests on the subjective conclu-
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jective nature of the concept of obviousness as applied to designs
and the strictness with which the standard has been applied have
resulted in a dismal track record for design patents."3

sion of each judge); Lancaster Colony Corp. v. Aldon Accessories, Ltd., 182 U.S.P.Q.
262, 264 (S.D.N.Y.) (obviousness determination with respect to designs amounts to an
aesthetic value judgment), afl'd, 506 F.2d 1197 (2d Cir. 1974); 1 D. CHISUM, PATENTS

1.04[2][f], at 1-199 - 1-200 (1986) (obviousness of designs is necessarily a subjective
determination).

33. The sponsor of the design legislation currently before Congress noted in his
introductory remarks that design patents have typically suffered a seventy percent
mortality rate in the courts. See 133 CONG. REc. E 49 (daily ed. Jan. 7, 1987). This
figure is derived from a study by the Patent and Trademark Office which found that
sixty-eight percent of the design patents litigated in the period from 1973 to 1977
were held invalid. See Patent and Trademark Office Study of Court Determinations
of Patent Validity/Invalidity, 1973-1977, reprinted in PAT. TRADEMARK & COPYRIGHT
J. (BNA) No. 455, D-1 (Nov. 22, 1979).

A review of the design patent cases reported from 1983 through 1986 indicates
that the courts may be treating design patents more favorably. During this period,
the federal courts have passed on the validity of twenty-three design patents. Thir-
teen have been held invalid, an invalidation rate of sixty percent. Obviousness was
the most common reason underlying the determinations of invalidity. See Trans-
World Mfg. Corp. v. Al Nyman & Sons, Inc., 750 F.2d 1552 (Fed. Cir. 1984) (affirming
district court judgment which held one of two design patents invalid for obviousness);
Petersen Mfg. Co. v. Central Purchasing, Inc., 740 F.2d 1541 (Fed. Cir. 1984) (af-
firming holding of invalidity for obviousness); Cardiac Pacemakers, Inc. v. Coratomic,
Inc., 702 F.2d 671 (8th Cir. 1983) (affirming holding of invalidity for obviousness and
functionality); Black & Decker Inc. v. Pittway Corp., 636 F. Supp. 1193 (N.D. Ill.
1986) (design patent held invalid for anticipation and obviousness); Norco Prods.,
Inc. v. Mecca Dev., Inc., 617 F. Supp. 1079 (D. Conn. 1985) (design patent for fluid
filter held invalid on ground that filter lacked ornamental characteristics visible in its
normal use); Point Plastics, Inc. v. Rainin Instrument Co., 225 U.S.P.Q. 519 (N.D.
Cal. 1984) (design patent held invalid for obviousness, functionality, and fraud on the
Patent and Trademark Office); Ambiant Systems, Ltd. v. Shogun Int'l Corp., 224
U.S.P.Q. 765 (N.D. Ill. 1984) (design patent held invalid for obviousness); Parke v
Milton Indus., Inc., No. 82 C 6220, slip op. (N.D. Ill. Mar. 27, 1984) (design patent
held invalid for obviousness and functionality); A&H Mfg. Co. v. Contempo Card Co.,
576 F. Supp. 894 (D.R.I. 1983) (design patent held invalid for obviousness, functional-
ity, and lack of ornamentality in normal use); Sheldon Friedlich Mktg. Corp. v. Carol
Wright Sales, Inc., 219 U.S.P.Q. 883 (S.D.N.Y. 1983) (design patent held invalid for
lack of novelty and obviousness); Principle Business Enters. v. United States, 7 Cl.
Ct. 433, 226 U.S.P.Q. 180 (1985) (design patent held invalid for functionality).

Even patent owners who are successful on the validity issue, however, must still
establish that the accused design is infringing. In an additional five cases, patent
owners were unsuccessful because they failed to prove infringement. See Unette
Corp. v. Unit Pack Co., 785 F.2d 1026 (Fed. Cir. 1986) (validity issue dismissed as
moot); Shelcore, Inc. v. Durham Indus., 745 F.2d 621 (Fed. Cir. 1984); Litton Sys.,
Inc. v. Whirlpool Corp., 728 F.2d 1423 (Fed. Cir. 1984); Black & Decker, Inc. v. North
Am. Philips Corp., 632 F. Supp. 185 (D. Conn. 1986) (validity issue not raised);
Brookfield Athletic Shoe Co. v. Chicago Roller Skate Co., 607 F. Supp. 241 (N.D. Ill.
1984). Design patent owners prevailed in only eight instances. See Kwik-Site Corp. v.
Clear View Mfg. Co., 758 F.2d 167 (6th Cir. 1985) (one of two design patents valid
and infringed); Trans-World Mfg. Corp. v. Al Nyman & Sons, Inc., 750 F.2d 1552
(Fed. Cir. 1984) (same); Pacific Furniture Mfg. Co. v. Preview Furniture Corp., 626 F.
Supp. 667 (M.D.N.C. 1985) (two design patents held valid and infringed; treble dam-
ages awarded for willful infringement), affd, 800 F.2d 1111 (Fed. Cir. 1986); John 0.
Butler Co. v. Block Drug Co., 620 F. Supp. 771 (N.D. Ill. 1985); Selchow & Righter
Co. v. Goldex Corp., 612 F. Supp. 19 (S.D. Fla. 1985) (validity issue not raised);
Moore v. Stewart, 600 F. Supp. 655 (W.D. Ark. 1985); Wagner Spray Tech Corp. v.
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A second problem inherent in the design patent system is the
lengthy application procedure. Typically, a successful applicant is
issued a patent more than two years after filing an original applica-
tion with the Patent and Trademark Office.3 4 Since protection
against infringement begins at the time the patent is issued and the
field of design is an area of rapid change, many designs may be ob-
solete before a patent can be issued.35 In this respect, the protection
which the design patent system offers is illusory.3

In sum, the design patent system is a failure for the modern
industrial designer. The strict standards of patentability and the
subjective nature of their application leave designers in doubt as to
what designs may be protected. Combined with the dismal litigation
record of design patents and the delays and expense of prosecuting
an application, it is little wonder that industrial designers would
seek a more satisfactory form of protection.

Copyright Protection for Designs

As an alternate to a design patent, a designer may attempt to
protect his designs as works of authorship under the copyright law.87

Menard, Inc., 221 U.S.P.Q. 226 (D. Minn. 1983). Thus, design patent owners have
successfully litigated eight patents since 1983. Five owners lost on the infringement
issue, while another thirteen have had their patents held invalid. While a lower per-
centage of patents are being held invalid than in the past, the success rate for paten-
tees remains at a dismal thirty percent.

34. See, e.g., Interpart Corp. v. Italia, 777 F.2d 678, 680, 686 (Fed. Cir. 1985) (2
years, 5 months); Trans-World Mfg. Corp. v. Al Nyman & Sons, Inc., 750 F.2d 1552,
1555 (Fed. Cir. 1984) (2 years); Petersen Mfg. Co. v. Central Purchasing, Inc., 740
F.2d 1541, 1543, 1545 (Fed. Cir. 1984) (3 years); Black & Decker, Inc. v. Pittway
Corp., 636 F. Supp. 1193, 1194 (N.D. Ill. 1986) (2 years, 6 months); Pacific Furniture
Mfg. Co. v. Preview Furniture Corp., 626 F. Supp. 667, 670 (M.D. N.C. 1985) (2
years), aff'd, 800 F.2d 1111 (Fed. Cir. 1986); John 0. Butler Co. v. Block Drug Co.,
620 F. Supp. 771, 773 (N.D. Ill. 1985) (1 year, 10 months); Moore v. Stewart, 600 F.
Supp. 655, 658 (W.D. Ark. 1985) (2 years, 4 months); Point Plastics, Inc. v. Rainin
Instrument Co., 225 U.S.P.Q. 519, 520 (N.D. Cal. 1984) (2 years, 8 months); see also
Comment, Copyright Protection for Commercial Design: The Moorhead Bill, J.
CoMP. Bus. & CAP. MARKET L. 117, 119 (1985); Reichman, supra note 26, at 1190
n.245.

35. See Cheney Bros. v. Doris Silk Corp., 35 F.2d 279 (2d Cir. 1929), cert. de-
nied, 281 U.S. 728 (1930).

36. Cf. Wall St. J., Jan. 28, 1986, at 27, col. 3. "Products evolve so rapidly and
the patent process is so slow that by the time you have a patent awarded, the product
can be outdated." Id. (statement of computer-software company spokesman as to
why the company chooses not to patent its software products).

37. Section 102 of Title 17 defines the subject matter of copyright:
(a) Copyright protection subsists, in accordance with this title, in original

works of authorship fixed in any tangible medium of expression, now known or
later developed, from which they can be perceived, reproduced, or otherwise
communicated, either directly or with the aid of a machine or device. Works of
authorship include the following categories:

(5) pictorial, graphic, and sculptural works;
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Copyright, however, is a poor alternative. Copyright has expanded
over the years to include some works of art which are embodied in
useful articles, 8 but Congress has indicated that the general prov-
ince of industrial design should be excluded from copyright
protection. 9

The scope of modern copyright protection was delineated in the
landmark case of Mazer v. Stein.40 In Mazer, the plaintiffs had ob-
tained a copyright for statuettes of male and female dancing
figures." The statuettes were copyrighted as works of art, but they
were sold in quantity as lamp bases, with lamp sockets, wiring, and
lamp shades attached.' 2 The defendants copied the statuettes, em-
bodied them in lamps, and sold them.48 The plaintiffs then brought
an action for copyright infringement." The issue in the case was
whether the statuettes were the proper subject of a copyright, given
that they were intended to serve a utilitarian function as lamp
bases.

45

The defendants grounded their argument on the design patent
system. They contended that Congress, in providing for the exis-
tence of design patents, intended to exclude from copyright protec-
tion artistic articles embodied in mass produced goods.' 6 The Court
disagreed, and declined the defendants' invitation to read such a
limitation into the copyright law.' 7 The Court, therefore, upheld the
plaintiffs' copyright in the statuettes.'

* * *

(b) In no case does copyright protection for an original work of authorship
extend to any idea, procedure, process, system, method of operation, concept,
principle, or discovery, regardless of the form in which it is described, ex-
plained, illustrated, or embodied in such work.

17 U.S.C. § 102 (1982). "Pictorial, graphic, and sculptural works," which would in-
clude industrial designs, are defined in section 101. See 17 U.S.C. § 101 (1982).

38. See, e.g., Kieselstein-Cord v. Accessories By Pearl, Inc., 632 F.2d 989 (2d
Cir. 1980) (copyright in elaborately sculptured belt buckles upheld by divided panel).
But see Esquire, Inc. v. Ringer, 591 F.2d 796 (D.C. Cir.) (overall shape of outdoor
lighting fixtures held ineligible for copyright), cert. denied, 440 U.S. 908 (1979).

39. See infra note 51.
40. 347 U.S. 201 (1954).
41. Id. at 202.
42. Id.
43. Id. at 203.
44. Id. at 203-04.
45. The Court adopted the defendants' initial statement of the issue in the case:

"Can statuettes be protected in the United States by copyright when the copyright
applicant intended primarily to use the statuettes in the form of lamp bases to be
made and sold in quantity and carried the intentions into effect?" Id. at 204-05.

46. Id. at 215. The defendants argued that because the lamps as a whole were
industrial designs which were not new or novel within the meaning of the design pat-
ent law, they should be in the public domain. Id. at 216.

47. "We find nothing in the copyright statute to support the argument that the
intended use or use in industry of an artile eligible for copyright bars or invalidates
its registration." Id. at 218.

48. Id. at 219. The court held only that the statuettes in themselves were enti-
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The Supreme Court decision in Mazer significantly expanded
the scope of copyright.'9 While the rule remained that only works of
art were copyrightable, Mazer established that utility and art were
no longer mutually exclusive.50 The Mazer decision, however, left a
troubled wake. Given that art and utility could coexist in a copy-
rightable form, there remained Congress' intent that the general
field of industrial design should not be incorporated into the copy-
right system.51 Unfortunately, Mazer offered no workable standard
to differentiate between uncopyrightable industrial designs and
copyrightable works of art as embodied in utilitarian objects.

The Copyright Office's response to Mazer was to promulgate
new regulations which would accommodate Mazer while still exclud-
ing the general domain of industrial design from copyright protec-
tion.52 The resulting regulation created a "separability" standard
which has become the benchmark of the current analysis:

If the sole intrinsic function of an article is its utility, the fact that the
article is unique and attractively shaped will not qualify it as a work
of art. However, if the shape of a utilitarian article incorporates fea-
tures, such as artistic sculpture, carving, or pictorial representation,
which can be identified separately and are capable of existing inde-
pendently as a work of art, such features will be eligible for
registration."'

The separability test was codified in the Copyright Act of 1976."' As

tied to copyright, and not the lamps as a whole. Id. at 218.
49. See, e.g., Ringer, The Unfinished Business of Copyright Revision, 48

U.C.L.A. L. REv. 951, 975-76 (1977) (stating that Mazer v. Stein pioneered copyright
protection for ornamented designs of useful articles); Denicola, supra note 15, at 711-
15 (discussing impact of Mazer).

50. In effect, the Court held that a work of art is copyrightable regardless of the
use to which it is put. But the Court's holding was limited in that it did not expand
the concept of a work of art. The statuettes at issue were clearly artistic works. The
Court said nothing regarding the more difficult cases where the form and function of
a useful article are unified. See Denicola, supra note 15, at 712.

51. Congress stated its position in this regard during the revision effort leading
up to the Copyright Act of 1976:

On the other hand, although the shape of an industrial product may be aes-
thetically satisfying and valuable, the Committee's intention is not to offer it
copyright protection under the bill. Unless the shape of an automobile, air-
plane, ladies' dress, food processor, television set, or any other industrial prod-
uct contains some element that, physically or conceptually, can be identified as
separable from the utilitarian aspects of that article, the design would not be
copyrighted under the bill.

H.R. REP. No. 1476, supra note 20, at 55.
52. "Determined to close the door that Mazer left ajar, the Copyright Office

sought a formulation that would accommodate Mazer, yet exclude the general realm
of industrial design." Denicola, supra note 15, at 715.

53. 37 C.F.R. § 202.10(c) (1959) (revoked Jan. 1, 1978, 43 Fed. Reg. 966 (1978)).
54. The separability test was codified within the definition of pictorial, graphic,

and sculptural works in section 101:
[T]he design of a useful article, as defined in this section, shall be considered a
pictorial, graphic, or sculptural work only if, and only to the extent that, such
design incorporates pictorial, graphic, or sculptural features that can be identi-
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a result, those artistic features of a utilitarian article which may be
physically or conceptually identified as separable from the article
are copyrightable.55

The separability test effectuates Congress' intent to exclude in-
dustrial design from the copyright system. Although some designs
will satisfy the separability test and therefore be eligible for copy-
right protection, the majority of modern industrial designs are heav-
ily influenced by the Bauhaus approach to design which stresses the
unification of form and function.56 Useful articles which are
designed so as to integrate form and function are unlikely to satisfy
the separability test because the test requires that the design be
physically or conceptually separable from the article.57 The separa-
bility test is therefore the antithesis of the modern approach to in-
dustrial design.58 Thus, the copyright system, like the design patent
system, offers little hope of protection to the majority of industrial
designers.

Attempts at Legislative Reform

Congress has long been aware of the plight of industrial design-

fled separately from, and are capable of existing independently of, the utilita-
rian aspects of the article.

17 U.S.C. § 101 (1982). Section 101 also defines "useful article": "A 'useful article' is
an article having an intrinsic utilitarian function that is not merely to portray the
appearance of the article or to convey information. An article that is normally a part
of a useful article is considered a 'useful article.'" Id. Thus, applied art such as a
picture applied to a tray would be copyrightable, but the shape of the tray would not
attract copyright protection. In the borderland where applied art and integrated in-
dustrial design meet, however, the separability concept is difficult to apply. See, e.g.,
Kieselstein-Cord v. Accessories by Pearl, Inc., 632 F.2d 989 (2d Cir. 1980) (upholding
copyright in elaborately sculptured belt buckles).

55. The concept of physical separability is a simple one. For example, in the
Mazer case the statuettes could be physically detached from the electrical compo-
nents of the lamp. The idea of conceptual separability is more difficult to grasp. In-
deed, courts and commentators have struggled with this idea and failed to reach any
consensus. See Comment, supra note 34, at 121-22.

56. See Crew, Undesirable in Theory, Absurd in Practice - The Protection of
Industrial Designs in England and New Zealand, 2 AUCKLAND U.L. REV. 1, 17-19
(1975) (discussion of the Bauhaus movement suggesting that it is the prevailing mod-
ern notion of good design). The fundamental tenet of the Bauhaus movement is the
marriage of function and form. Id. at 18.

57. The face plate and casing of a compact disc player, for example, are
designed to allow operational ease but also to be pleasing to the eye. The player
would fail the separability test, however, because it contains no features which may
be identified separately as works of art. In this instance, the designer would be forced
to fall back upon the design patent system. Cf. Litton Sys., Inc. v. Whirlpool Corp.,
728 F.2d 1423, 1443 (Fed. Cir. 1984) (upholding validity of design patent for micro-
wave oven).

58. See Comment, supra note 34, at 123 (suggesting that the separability stan-
dard conflicts with the teachings of modern industrial designers who have merged
aesthetic and utilitarian concerns).
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ers.1" The Moorhead bill which was introduced early in the 100th
Congress represents the culmination of thirty-three years of legisla-
tive refinement.10 The principle stumbling block to the enaction of
design protection legislation has been the concern that such legisla-
tion would adversely affect competition."1 The Justice Department
voiced this concern in 1976, when it opposed the design protection
proposals contained in the Copyright Revision Bills of that year."'
The Department's position was that design legislation "would create
a new monopoly which has not been justified by a showing that its
benefits will outweigh the disadvantage of removing such designs
from free public use.""s Proponents of design protection have coun-
tered that narrowly focused protection measures would have at
worst an economically neutral effect."' In the final analysis the argu-
ments of both sides "rest on a host of assumptions." 6 This is espe-
cially true in the United States, where there has never been an effec-
tive form of protection for designs.

Since most of the industrialized nations of the world afford ef-
fective legal protection to industrial designs, the question of whether
design protection legislation may result in restraints on competition
can be better judged from the experiences of foreign nations. The
following analysis of design protection in the United Kingdom, New
Zealand, and Australia will demonstrate that, while in some respects
these countries have erred and created overly expansive design pro-
tection systems, a workable system of design protection which does
not adversely affect competition is an attainable goal.

DESIGN PROTECTION IN THE UNITED KINGDOM

The United Kingdom has afforded protection to original indus-
trial designs for more than a century." As the law currently stands,

59. See supra note 7.
60. When legislators undertook to revise the patent system in 1950, a conscious

decision was made to place the design protection problem aside until the revision of
the patent system was completed. In re Nalbandian, 661 F.2d 1214, 1218-19 (C.C.P.A.
1981) (Rich, J., concurring). The revision effort ended with the passage of the Patent
Act of 1952. The drafters then turned to the problem of design protection, and legis-
lative efforts have been continuous since 1954. Id. at 1219.

61. See, e.g., Denicola, supra note 15, at 772; Comment, supra note 34, at 117.
62. See H.R. REP. No. 1476, supra note 20, at 50. Recent developments suggest

that the Justice Department may now have a more favorable view of protection for
industrial designs. See supra note 7.

63. H.R. REP. No. 1476, supra note 20, at 50. A design protection proposal which
passed through the Senate with the other copyright bills of 1976 was dropped in the
House as a result of the Justice Department's opposition to the measure. See Den-
icola, supra note 15, at 719.

64. See Comment, supra note 34, at 118.
65. Denicola, supra note 15, at 727.
66. As early as 1883, the Patents, Designs and Trademarks Act of that year

conferred upon the owner of a registered design for any article of manufacture the
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designs may be protected under the Registered Designs Act 194967
or the Copyright Act 1956," as amended by the Design Copyright
Act 1968. The application in practice of these Acts, however, has led
to some undesirable consequences. On the one hand, the Designs
Act has been interpreted narrowly, such that only designs having a
substantial aesthetic impact qualify for registration." On the other
hand, the many designs which lack the aesthetic qualities necessary
to merit protection under the Designs Act have been granted long
term protection under the Copyright Act 1956.70 This practice of
protecting essentially functional articles through copyright, or "de-
sign copyright," has adversely affected the competitiveness of Brit-
ish industry, particularly in the field of spare parts for machinery. 1

The inequities of protecting functional spare parts designs
through copyright moved the House of Lords to hold in the recent
case of British Leyland Motor Corp. v. Armstrong Patents Co. 7 1

that principles rooted in the common law of property bar copyright
owners from enforcing their copyrights against spare parts manufac-
turers.78 The Armstrong decision, however, only addressed one as-
pect of the law on copyright in the design of functional articles.
Shortly after the Armstrong decision, the British Government pub-
lished a White Paper containing comprehensive reform proposals di-

exclusive right to control the use of the design. A concise history of the development
of design protection in the United Kingdom may be found in the opinions of Lord
Bridge and Lord Templeman in British Leyland Motor Corp. v. Armstrong Patents
Co. [1986] 1 All E.R. 850 (H.L.).

67. Registered Designs Act 1949, 12, 13 & 14 Geo. 6, ch. 88.
68. Copyright Act 1956, 4 & 5 Eliz. 2, ch. 74.
69. See Amp, Inc. v. Utilux Proprietary Ltd. [1972] R.P.C. 103 (H.L.).
70. See, e.g., L.B. (Plastics) Ltd. v. Swish Prods. Ltd. [1979] R.P.C. 551 (H.L.)

(copyright in design for plastic knock-down drawers); Dorling v. Honnor Marine, Ltd.
[1964] 1 All E.R. 241 (C.A.) (copyright in design for sailing dinghy); see generally
Baillie, Design Copyright in the U.K., 17 LES NOUVELLES No. 1, at 34 (Mar. 1982)
(discussing cases).

71. See, e.g., Tettenborn, Copyright and Spare Parts - A Continuing Prob-
lem, 2 INTMF.L. PROP. J. No. 1, at 125 (Nov., 1985).

The implication of this extension of copyright law to cover the manufac-
ture of three-dimensional objects of utility, and some of the problems con-
nected with it, have recently become apparent in one particular area: the man-
ufacture and sale of spare parts. Manufacturers of all sorts of spare parts, from
machine tools to cars, have increasingly attempted, in recent years, to prevent
anyone else making or distributing spare parts for their products by claiming
that such parts, even though made by copying existing parts, nevertheless in-
fringe at one remove copyright in the drawings from which the originals were
made. Not surprisingly, owners of machinery the parts of which wear out, not
to mention specialized manufacturers of spare parts, object strongly to this at-
tempt by the manufacturers to enforce monopoly rights in unpatented, non-
secret products.

Id. at 126-27.
72. [1986] 1 All E.R. 850 (H.L.).
73. Id.
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rected to the entire design copyright problem. 74 The new proposals,
which are very likely to be enacted, would strike an improved bal-
ance between industrial design protection and the benefits of free
competition.7

5

To understand the developments which prompted a reform of
the law on designs, it is convenient to begin from a consideration of
the Registered Designs Act 1949 and its relation to artistic copy-
right. The Designs Act provides that designs having features which
"appeal to and are judged solely by the eye"' 76 are eligible for protec-
tion for fifteen years. 7" Designs which are "dictated solely by the

74. INTELLECTUAL PROPERTY AND INNOVATION, CMND. 9712 (Apr. 1986). The ini-
tial proposals for reform of the copyright law relating to functional articles were set
forth in a 1981 Green Paper. See REFORM OP THE LAW RELATING TO COPYRIGHT, DE-
SIGNS AND PERFORMERS' PROTECTION. CMND. 8302 (July 1981). A second Green Paper
followed in 1983. See INTELLECTUAL PROPERTY RIGHTS AND INNOVATION, CMND. 9117
(Dec. 1983). The White Paper rejects the approaches of both the Green Papers in
favor of an entirely new system of design protection. The Government plans to legis-
late along the lines set forth in the White Paper as soon as the Parliamentary sched-
ule permits.

75. See infra notes 128-40 and accompanying text.
76. Section 1(3) of the Registered Designs Act 1949 defines "design" as:

features of shape, configuration, pattern or ornament applied to an article by
any industrial process or means, being features which in the finished article
appeal to and are judged solely by the eye, but does not include a method or
principle of construction or features of shape or configuration which are dic-
tated solely by the function which the article to be made in that shape or con-
figuration has to perform.

Id. In addition to satisfying the above definition, a design must be "new or original."
Id. at § 1(2). The "new or original" requirement, although phrased in the disjunctive,
has been interpreted to require somewhat more than mere novelty. The overall design
must display some "difference of form or character which is a departure from previ-
ous designs and which is therefore of some significance or substance." Aspro-Nicholas
Limited's Design Application [1974] R.P.C. 645, 652 (Registered Designs Appeal Tri-
bunal). This is a stricter standard than that required for copyright. There is no re-
quirement of novelty in the case of copyright, and a copyrightable work need only be
"original" in the sense that it is the product of the author's own work and labor. See
L.B. (Plastics) Ltd. v. Swish Prods. Ltd. [1979] R.P.C. 551, 617 (H.L.); British North-
rop Ltd. v. Texteam Blackburn Ltd. [1974] R.P.C. 57, 68 (Ch.).

77. Registered Designs Act 1949, § 8. In contrast to copyright, which protects
only against copying, a registered design confers upon the owner the exclusive right to
exclude others from using the design, including those who create the same or a simi-
lar design independently. Section 7(1) of the 1949 Act provides:

The registration of a design under this Act shall give to the registered pro-
prietor ... the exclusive right in the United Kingdom and the Isle of Man to
make or import for sale or for use for the purposes of any trade or business, or
to sell, hire or offer for sale or hire, any article in respect of which the design is
registered, being an article to which the registered design or a design not sub-
stantially different from the registered design has been applied, and to make
anything for enabling such article to be made as aforesaid, whether in the
United Kingdom or the Isle of Man or elsewhere.

Id. Thus, while a registered design is somewhat more difficult to obtain than copy-
right, see supra note 76, a registered design offers broader protection than copyright
and correspondingly eases the plaintiff's burden of proof at trial in that copying need
not be shown. See, e.g., Hoover P.L.C. v. George Hulme Ltd. [1982] F.S.R. 565 (Ch.),
overruled on other grounds, British Leyland Motor Corp. v. Armstrong Patents Co.
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function which the article to be made in that shape or configuration
has to perform" are excluded. 8 British legislators had long recog-
nized, however, that some articles registrable as designs might re-
ceive dual protection under the copyright laws.79 For example, a
painting applied to a metal tray would qualify as an industrial de-
sign, while the painting in itself would be eligible for copyright.
Since copyright subsists for the life of the author plus fifty years, 0

some industrial designs could become the subject of long term
protection.

Protection for life plus fifty years was thought to be too long for
industrial articles. To solve this problem, the Copyright Act 1956
provided that once a registrable design was applied industrially, the
copyright in the field of industrial design expired.8 ' Thus, industrial
designs could only be protected under the Registered Designs Act
and the term of protection was limited to fifteen years. The Design
Copyright Act 1968 altered this rule of mutual exclusivity to allow
dual protection, but limited the duration of copyright in any article
which could be the subject of a corresponding registered design to
fifteen years.8"

A 1971 House of Lords decision, Amp Inc. v. Utilux Proprie-
tary Ltd.,"' had a significant effect on this area of the law and
prompted the rise of the practice of "design copyright." The Amp

[1984] F.S.R. 591, 624 (C.A.).
78. See supra note 76 (definition of design).
79. See Copyright Act 1911, 1 & 2 Geo. 5, ch. 46, § 22(1) (provision against dual

protection for designs under the Patents and Designs Act 1907); see generally British
Leyland Motor Corp. v. Armstrong Patents Co. [1986] 1 All E.R. 850, 856-58 (H.L.)
(discussing long-standing legislative policy against dual protection under the copy-
right and registered designs statutes).

80. Copyright Act 1956, 4 & 5 Eliz. 2, ch. 74, § 3(4).
81. Id. at § 10.
82. Id. at § 10, as amended by the Design Copyright Act 1968. The Design

Copyright Act 1968 has an interesting history. It was originally introduced in Parlia-
ment as a Private Members' Bill to protect the Birmingham jewelry traders. The
jewellers were at the mercy of Far East copyists because the delays and expense of
obtaining registered designs rendered that form of protection inadequate. The Copy-
right Act 1956 was of no help because the jeweller's designs were registrable under
the Designs Act 1949 and were therefore excluded from copyright protection. Parlia-
ment amended the law to allow the jewellers to enjoy the benefit of a fifteen year
term of copyright protection based on their original drawings. While the 1968 Act had
no immediate effect on functional designs such as those for spare parts, it placed a
legislative imprimatur on the interpretation that a copy of a three-dimensional article
could indirectly infringe the copyright in the original production drawing of the arti-
cle. In conjunction with later judicial developments, the "Jewellers' Charter" became
an "Engineers' nightmare." See British Leyland Motor Corp. v. Armstrong Patents
Co. [1982] F.S.R. 481, 497-98 (Ch.), appeal dismissed, [1984] F.S.R. 591 (C.A.), ap-
peal allowed, [1986] 1 All E.R. 850 (H.L.); see also [1986] 1 All E.R. at 882.

83. [1972] R.P.C. 103 (H.L.).
84. See British Leyland Motor Corp. v. Armstrong Patents Co. [1982] F.S.R.

481, 487 (Ch.) (noting that Amp v. Utilux opened the way for manufacturers to claim
copyright in designs of functional articles).
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case turned upon the construction of the definition of "design" in
the Registered Designs Act 1949." The House of Lords settled upon
an aesthetically oriented construction which limited the scope of the
Designs Act to designs having "eye appeal."6 If a consumer might
choose an article of a particular shape not because of its appearance,
but because he thought the shape would make it more useful to him,
then the design would not be registrable.87 This construction signifi-

85. See [1972] R.P.C. at 107; see also supra note 76 (definition of "design").
The Amp case was a suit for infringement of a registered design. [1972] R.P.C. at 107.
The subject matter of the design was a new electrical terminal which Amp had
designed for use in Hoover washing machines. Id. at 106-07. Six years after the design
was registered, Amp's representative saw what appeared to be an exact copy of the
Amp terminal at a trade show, and Amp brought an infringement action against the
alleged copier, Utilux. Id. at 107.

Utilux defended on the ground that Amp's registered design was invalid because
the electrical terminal did not fall within the definition of "design" in the 1949 Act.
Id. at 105. "Design" is defined as features of shape, configuration, pattern, or orna-
ment which, inter alia, "appeal to and are judged solely by the eye." Id. Utilux con-
tended that the "eye" must be that of the consumer and that the words "appeal to"
meant that the design must be pleasing to the eye of the consumer so as to influence
his choice. Id. The 1949 Act further provides that a "design" does not include "fea-
tures of shape or configuration which are dictated solely by the function which the
article to be made in that shape or configuration has to perform." Id. Utilux con-
tended that the word "dictated" was causative, not mandatory, and that it was there-
fore immaterial whether a differently shaped article could fulfill the same function.
Id. Since the Amp terminal had no features beyond those necessary to perform its
function, Utilux argued, the registered design was invalid. Id.

Amp advanced a different interpretation of the definition of "design." Amp ar-
gued that in deciding whether a design displays features which "appeal to and are
judged solely by the eye," the "eye" is that of the court. Id. Moreover, Amp argued,
the phrase as a whole merely meant that a design must display features which have a
distinctive appearance. Id. As to the exclusionary phrase "dictated solely by the func-
tion which the article to be made in that shape or configuration has to perform," Amp
contended these words excluded a design only if there would be substantially no al-
ternative but to use the design to perform the desired function. Id. at 106. Under this
interpretation, the Amp terminal design would be registrable because the evidence
showed that any number of different terminal shapes could be used to perform the
same function. Id. at 107.

86. See [1972] R.P.C. at 108. Lord Reid said in his judgment:
The eye must be the eye of the customer if I am right in holding that the

policy of the Act was to preserve to the owner of the design the commercial
value resulting from customers preferring the appearance of articles which
have the design to that of those which do not have it. So the design must be
one which appeals to the eye of some customers. And the words "judged solely
by the eye" must be intended to exclude cases where a customer might choose
an article of that shape not because of its appearance but because he thought
that the shape made it more useful to him.

Id. As is apparent from his judgment, Lord Reid accepted the defendant Utilux's
interpretation of the definition of "design," see supra note 85, and Amp's registered
design was accordingly held to be invalid. [1972] R.P.C. at 110. It is significant that
Lord Reid based his judgment on what he thought to be the policy underlying the
1949 Act: a desire to preserve for design owners the benefits arising out of customer
preference for articles having the design as against those not having it. The Govern-
ment has followed a much more commercially oriented approach in its proposed re-
forms of the law relating to functional designs such as the electrical terminal at issue
in the Amp case. See infra notes 129-30 and accompanying text.

87. [1972] R.P.C. at 108.
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cantly narrowed the scope of the Registered Designs Act 1949, and
many designs previously believed to be registrable were thereafter
excluded from protection under the Act.88

Standing alone, the rule established in Amp v. Utilux would
have been of little moment. The Copyright Act 1956, however, pro-
vided that three-dimensional reproductions of two-dimensional
drawings constitute an infringement of the copyright in the draw-
ings."9 Since original drawings are copyrightable under the Act re-
gardless of artistic merit,90 any functional article lacking "eye ap-
peal" came within the scope of copyright protection if the article
began life as a drawing.9 The principle that copyright in design
drawings of a functional article could be used to prevent reproduc-
tions of the drawing in three-dimensional form was first applied in a
1964 Court of Appeal decision, Dorling v. Honnor Marine, Ltd.92

Later cases built upon the rule of Dorling v. Honnor to prohibit in-
direct reproduction of design drawings accomplished through re-

88. See, e.g., British Leyland Motor Corp. v. Armstrong Patents Co. [1986] 1 All
E.R. 850, 856 (H.L.) (noting that, prior to the Amp case, a broader view of the scope
of the 1949 Act was widely held); REFORM OF THE LAW RELATING TO COPYRIGHT, DE-
SIGNS AND PERFORMERS' PROTECTION, CMND. 8302 (July 1981), reprinted in 28 BULL.
COPYRIGHT, Soc'Y U.S.A. 569, 573-74 (Aug. 1981) (stating that, as a result of the Amp
case, "a very large number of mechanical components which had previously been
thought to be registrable under the Registered Designs Act were shown not to be");
Crew, Undesirable in Theory, Absurd in Practice - The Protection of Industrial
Designs in England and New Zealand, 2 AUCKLAND U. L. REV. 1, 7 (1975) (criticizing
the interpretation of "design" adopted in the Amp case as "absurd in its strictness").

89. Copyright Act 1956, 4 & 5 Eliz. 2, ch. 74, §§ 3(5), 48(1). Section 3(5) of the
1956 Act provides that one of the acts restricted by copyright in an artistic work is
"reproducing the work in any material form." Id. "Reproduction" is defined in sec-
tion 48(1): "'reproduction' . . . in the case of an artistic work, includes a version
produced by converting the work into a three-dimensional form, or, if it is in three
dimensions, by converting it into a two-dimensional form." Id.

90. Id. at § 3(1). "In this Act 'artistic work' means a work of any of the follow-
ing descriptions, that is to say, - (a) the following, irrespective of artistic quality,
namely paintings, sculptures, drawings, engravings and photographs .... ." Id.
"Drawing" includes "any diagram, map, chart or plan." Id. at § 48(1).

91. See, e.g., Baillie, supra note 70, at 34. "In Britain there has developed a
simple protection for 'design' with no requirements as to artistic merit or originality.
If an article is produced from the designer's drawings and if that article is copied by
another, then there is infringement of the copyright in the drawings." Id.

92. [1964] 1 All E.R. 241 (C.A.). Dorling v. Honnor involved claims of copyright
in plans for a sailing dinghy. Working from the plaintiff's plans, the defendant manu-
factured corresponding parts and sold them in kit form. Id. A defense under section
9(8) of the Copyright Act 1956 failed because a non-expert would have recognized the
parts as being made from the plans. Id. at 249-50. Accordingly, the Court of Appeals
held that the parts infringed the plaintiff's copyright in the plans. Id. at 250. A sec-
ond issue involved photographs which the defendant had taken of the kit parts. Id. In
contrast to the parts, which were a direct reproduction of the plaintiff's plans, the
photographs were an indirect reproduction because they were photographs of the de-
fendant's parts. The Court of Appeal, however, held that even these indirect repro-
ductions constituted an infringement of the plaintiff's copyright. Id.; see also infra
note 115.
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verse engineering,93 and design copyright came to be fully accepted
in a 1979 House of Lords decision, L.B. (Plastics) Ltd. v. Swish
Products Ltd.s 4 In summary, functional articles such as machine
parts, which under the rule of the Amp case lacked the aesthetic
qualities necessary for protection as registered designs, could never-
theless be the subject of long term protection under the Copyright
Act 1956.

The application in practice of design copyright had a profound
effect on the scope of design protection in the United Kingdom. A
1981 Green Paper,95 which represented the first step towards legisla-
tive reform in this controversial area, explained the impact of design
copyright:

[Design copyright] has the widest of implications. Almost any article
of commerce which can be guaranteed to have no visual appeal, and
hence to be excluded from protection under the Registered Designs
Act, is very likely protected under the 1956 [Copyright] Act if some-
where or other . . .an original drawing exists. Examples include ex-
haust pipes and gear wheels and, indeed, motor car spares in general
where appearance is immaterial."

Thus, design copyright greatly expanded the realm of design protec-
tion in England, to the point where purely functional articles having
no visual appeal could be protected from copying.

As the 1981 Green Paper implies, automobile manufacturers
quickly recognized the application of design copyright to the
aftermarket industry for spare parts.97 Copying is especially easy to

93. See Solar Thompson Eng'g Co. v. Barton [1977] R.P.C. 537 (C.A.) (copy-
right in drawings of elastomeric 0-rings for use in patented pulley infringed where
defendant copied plaintiff's 0-rings; relief denied on other grounds); British Northrop
Ltd. v. Texteam Blackburn Ltd. [1974] R.P.C. 57 (Ch.) (defendant's copying of plain-
tiff's loom parts held to infringe copyright in plaintiff's original design drawings);
Merchant Adventurers Ltd. v. M. Grew & Co. [1971] 2 All E.R. 657 (Ch.) (copyright
in engineering drawings of electric light fittings infringed by defendant who copied
plaintiff's electric light fittings).

94. [1979] R.P.C. 551 (H.L.). The Swish case concerned the design of a plastic
knock-down drawer system known as "Sheerglide." The House of Lords held that the
defendant had copied the shape of the plaintiff's Sheerglide drawers and that this
indirect copying amounted to infringement of the plaintiff's copyright in its mechani-
cal drawings of the drawers. Id. Although the principal issue in the case was the fac-
tual question of whether the defendant had copied the plaintiff's design, see id. at
619, the Swish case firmly established design copyright as the accepted law in the
United Kingdom. See Baillie, supra note 70, at 34.

95. REFORM OF THE LAW RELATING TO COPYRIGHT, DESIGNS AND PERFORMERS'
PROTECTION, CMND. 8302 (July 1981), reprinted in 28 BULL. COPYRIGHT Soc'y, U.S.A.
569 (Aug. 1981).

96. Id. at 574.
97. See, e.g., British Leyland Motor Corp. v. Armstrong Patents Co. [1982]

F.S.R. 481 (Ch.) (copyright asserted in exhaust systems), appeal dismissed, [1984]
F.S.R. 591 (C.A.), appeal allowed, [1986] 1 All E.R. 850 (H.L.); British Leyland Mo-
tor Corp. v. TI Silencers Ltd., Chancery Division, (Transcript: Marten Walsh Cherer)
(Oct. 17, 1984) (same) (available on LEXIS, UKIP library); FORD MOTOR COMPANY
LTD. A REPORT ON THE POLICY AND PRACTICE OF THE FORD MOTOR COMPANY LTD. OF
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prove in the automotive aftermarket industry because spare parts
must match the original equipment to fit properly."8 British Ley-
land, a major British manufacturer of automobiles, led the field in
pursuing design copyright claims against spare parts manufacturers.

British Leyland's campaign against spare parts manufacturers,
which ultimately was defeated in the House of Lords, illustrates how
overly sweeping systems of design protection may result in restraints
on competition. The company's campaign carried with it the pros-
pect of a significant impact on British industry because the spare
parts market for British Leyland cars alone exceeds one billion dol-
lars per year.90 The company first focused on the replacement mar-
ket for exhaust systems, a fast moving and highly profitable market.
Between 1973 and 1979, British Leyland expanded its effective share
of the replacement exhaust system market from 24% to 60%
through license agreements with four competitors who chose not to
litigate the validity of British Leyland's copyright claims.' Two
other competitors, Armstrong Patents Co. and TI Silencers Ltd., re-
fused to take licenses and British Leyland brought actions against
both of them.

British Leyland Motor Corp. v. Armstrong Patents Co.10 1 was
the first case to be tried. The defendant Armstrong manufactured
aftermarket exhaust systems for certain British Leyland autos.102

There was little question that Armstrong had copied the exhaust
systems through reverse engineering, using what was described as "a

NOT GRANTING LICENSES TO MANUFACTURE OR SELL IN THE UNITED KINGDOM CERTAIN
REPLACEMENT BODY PARTS FOR FORD VEHICLES, CMND. 9437 (Feb. 1985). The
"aftermarket" refers to independent manufacturers who produce replacement parts
for automobiles. In the United States, the spare parts aftermarket is openly competi-
tive, with the exception of parts which are the subject of utility or design patent
protection.

98. To avoid copying, a spare parts manufacturer could in theory make minor
changes in the shape of a particular part which would still allow it to fit in the desired
application. Practically speaking, however, the spare parts manufacturer must copy
or go out of business. If the aftermarket spare part is not a true copy, model changes
to other aspects of the design which leave the original part in question unchanged
could render the aftermarket spare part inapplicable.

99. See British Leyland Motor Corp. v. Armstrong Patents Co. [19861 1 All E.R.
850, 854 (H.L.). The implications of British Leyland's decision to test its design copy-
rights reached far beyond the automotive industry. If British Leyland were to be suc-
cessful, all segments of industry whose products would necessarily require duplicate
replacement parts could, through design copyright, police their respective
aftermarkets for spare parts. British Leyland was merely the first pioneer on an ex-
pansive frontier.

100. See British Leyland Motor Corp. v. Armstrong Patents Co. [1982] F.S.R.
481, 485 (Ch.), appeal dismissed, [1984] F.S.R. 591 (C.A.), appeal allowed, [1986] 1
All E.R. 850 (H.L.).

101. (19821 F.S.R. 481 (Ch.), appeal dismissed, [1984] F.S.R. 591 (C.A.), appeal
allowed, [1986] 1 All E.R. 850 (H.L.).

102. [1982] F.S.R. at 483.
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superb counterfeiting machine."' 0 3 British Leyland charged Arm-
strong with copyright infringement, and sought conversion damages
and an injunction. °'0

The trial court held that the exhaust systems at issue infringed
British Leyland's copyrights in its original production drawings be-
cause the systems constituted a three-dimensional reproduction of
the design drawings.1 05 The court granted an injunction restraining
Armstrong from further infringement of the copyrights and issued
an order directing an inquiry into damages.10 6 Armstrong's appeal to
the Court of Appeal was dismissed, 0 7 and Armstrong appealed to
the House of Lords. 08

With the law clearly in its favor, British Leyland seemed well
on the way to establishing that manufacturers could control the
spare parts aftermarkets for their respective products. Indeed, Arm-
strong had argued at the trial level that British Leyland's actions
amounted to an attempt to destroy an entire industry. 00 While Brit-
ish Leyland providently chose not to pursue such a drastic course,
the company was under no obligation to offer 'licenses to its competi-
tors as it had done. 10 In contrast, the British division of Ford Motor

103. [1982] F.S.R. at 500. Armstrong used a computerized pipe measuring and
bending machine to copy the original equipment exhaust systems. Since British Ley-
land asserted copyright in its original design drawings, not the exhaust systems them-
selves, Armstrong's copying of the drawings was indirect in the sense that Armstrong
never had access to the drawings.

104. Id. at 484.
105. Id. at 491. Under section 48 of the Copyright Act 1956, a "reproduction"

includes "a version produced by converting the work into a three-dimensional form."
At trial, Armstrong conceded that if the exhaust pipes at issue constituted a substan-
tial part of the entire exhaust system, then Armstrong had reproduced a substantial
part. [1982] F.S.R. at 481. In the Court of Appeals and the House of Lords, however,
Armstrong was permitted to advance a new argument on this point, namely, that an
indirect copy of a drawing should not be considered a "reproduction" of the drawing.
See [1984] F.S.R. at 602; [1986] 1 All E.R. at 864.

Instead of contesting the substance of British Leyland's case at trial, Armstrong
raised several technical and affirmative defenses. Armstrong's main technical defense
was that British Leyland could not claim copyright in its drawings. [1982] F.S.R. at
488. Alternatively, Armstrong raised the affirmative defenses of abandonment, im-
plied license, acquiescence, laches, estoppel, and unclean hands. Id. at 489. The trial
court found all of these unconvincing.

106. See [1984] F.S.R. at 597-98.
107. [1984] F.S.R. 591.
108. [1986] 1 All E.R. 850.
109. See [1982] F.S.R. at 496. The trial court summarily dismissed this equita-

ble argument:
It was submitted that the action taken by BL [British Leyland] amounts to an
attempt to destroy a whole industry, namely the supply of replacement parts
for cars. This entails the proposition that infringers of copyright can continue
to infringe indefinitely and for no payment. If the law has granted to BL the
right of copyright I cannot see how BL as owner cannot exercise those rights.

Id. The court noted that the developing law of design copyright had been "of great
assistance in the struggle to stop commercial sabotage." Id. at 492.

110. The Copyright Act 1956 contains no compulsory licensing provisions which
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Company, following British Leyland's lead, asserted copyright in its
replacement parts and further refused to grant licenses to
aftermarket manufacturers."' As of the time Armstrong's appeal
was pending in the House of Lords, the Monopolies and Mergers
Commission had branded Ford's policy as anticompetitive and price
inflationary.1

Against this troubling background, the House of Lords consid-
ered Armstrong's appeal.118 Armstrong raised two contentions. The
House of Lords quickly dispensed with Armstrong's initial conten-
tion that its exhaust systems did not constitute a "reproduction" of
British Leyland's copyrighted drawings within the meaning of the
Copyright Act 1956.114 A continuous line of authorities spanning two
decades supported British Leyland's claim that the copyright in a
drawing of a functional article is infringed by a three-dimensional
embodiment of the drawing produced through indirect reverse engi-
neering techniques.1 15 The majority of the Lords declined to recon-

would have allowed spare parts manufacturers to demand licenses as of right.
111. See FORD MOTOR COMPANY LTD. A REPORT ON THE POLICY AND PRACTICE OF

THE FORD MOTOR COMPANY LTD. OF NOT GRANTING LICENSES TO MANUFACTURE OR
SELL IN THE UNITED KINGDOM CERTAIN REPLACEMENT BODY PARTS FOR FORD VEHICLES,

CMND. 9437 (Feb. 1985).
112. Id.; see also British Leyland Motor Corp. v. Armstrong Patents Co. [19861

1 All E.R. 850, 872-73 (H.L.).
113. [1986] 1 All E.R. 850 (H.L.).
114. See [1986] 1 All E.R. at 858. Armstrong attempted to assert a distinction

between the skill contributed to the copyrighted drawings by the draftsman and the
skill of the designer or engineer who devised the shapes or configurations required to
give the three-dimensional articles which the drawings represent their operational ef-
ficiency. Id. While recognizing that these two skills could be combined in one person,
Armstrong argued that its indirect copying by reverse engineering made no use of the
skill of the first type. Id. Thus, Armstrong argued that its indirect copying did not
appropriate what it called the "copyrightable part" of the drawings.

Lord Bridge saw formidable obstacles to this line of argument. It was well estab-
lished, he noted, that copyrightable drawings must be considered as a whole. Id.
Moreover, Armstrong's asserted distinction was contrary to the plain meaning of the
Copyright Act 1956, which provides that a "reproduction" includes a version "pro-
duced by converting the work into a three-dimensional form." Id. Also, section 9(8) of
the 1956 Act provides:

The making of an object of any description which is in three dimensions
shall not be taken to infringe the copyright in an artistic work in two dimen-
sions, if the object would not appear, to persons who are not experts in relation
to objects of that description, to be a reproduction of the artistic work.

This "non-expert" test, Lord Bridge reasoned, plainly indicates that infringement of
copyright may lie where the relation between the drawing and the object is apparent
to the lay eye. Id. at 858-59. Thus, Armstrong's argument on "reproduction" encoun-
tered significant difficulties even before the Lords went on to consider the relevant
case authorities.

115. See [1986] 1 All E.R. at 859. As discussed in the text accompanying note
92, supra, Dorling v. Honnor Marine was the first case under the 1956 Act to hold
that the copyright in a drawing of a functional article could be infringed by a three-
dimensional reproduction of the drawing. An important landmark in this regard was
King Features Syndicate Inc. v. 0 & M Kleemann Ltd. [1941] 2 All E.R. 403 (H.L.)
(the Popeye case), where the House of Lords held that the copyright in a Popeye
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sider the validity of the accepted authorities.1 1 Accordingly, the
House of Lords confirmed the existing view of the law of copyright
and Armstrong's argument based on statutory construction failed.1 '

Armstrong contended in the alternative that British Leyland
was barred from enforcing its copyrights based on considerations of
public policy, the common law prohibition against derogation from

cartoon was infringed where the defendant, without a license, copied Popeye brooches
and dolls which had been licensed by the author of the original Popeye cartoon.
Thus, it was shown that a three-dimensional reproduction of another three-dimen-
sional article which in itself was a reproduction of a copyrightable drawing infringed
the copyright in the drawing. Significantly, however, the defendant in the Popeye
case knew that he was directly or indirectly infringing copyright because the Popeye
brooches and dolls were artistic works in themselves. In contrast, in the Armstrong
case Armstrong knew its exhaust systems might infringe British Leyland's copyrights
only because British Leyland had been careful to make original drawings and reveal
their existence. Certainly the exhaust systems themselves would not qualify as artistic
works entitled to copyright. But in Dorling v. Honnor Marine and all later cases, the
courts apparently assumed that indirect reproductions of drawings of functional arti-
cles were to be dealt with according to the rule in the Popeye case. See [1986] 1 All
E.R. at 868-70; see also supra note 93 (citing cases).

116. See [1986] 1 All E.R. at 853 (Lord Edmund-Davies); id. at 859 (Lord
Bridge); id. at 871 (Lord Templeman). Lord Griffiths dissented. Id. at 876. In his
opinion, Parliament never intended to grant manufacturers artistic copyright protec-
tion for purely functional objects which could not be the subject of a patent or regis-
tered design. Id. at 877. He reasoned that the purpose of artistic copyright is to pro-
tect an author's work and labor, and not to grant a monopoly to a manufacturer. Id.
at 898. Lord Griffiths accepted Armstrong's suggested distinction between the skill
and labor of the engineer and the skill of the draftsman, see supra note 114, and
concluded that indirect copying of a functional article should not be considered a
"reproduction" because the skill of the draftsman is not appropriated:

Where . . . the draughtsman has produced a mechanical drawing or a
blueprint of a purely functional object the construction of 'reproducing' in §
3(5) should not be extended to include 'indirect copying' but should be limited
to its natural meaning of direct copying. This construction will achieve the true
purpose of Parliament by giving the protection of artistic copyright to preserve
the commercial value of his work and labour and at the same time honour the
intention of Parliament, expressed through the 1949 [Registered Designs] Act,
that protection should not be extended to manufacturers for purely functional
objects devoid of eye appeal.

Id. at 883. Although L.B. (Plastics) Ltd. v. Swish Products Ltd. [1979] R.P.C. 551
(H.L.) was contrary to Lord Griffiths' reasoning, he considered the Armstrong case to
be one of those rare instances where the House of Lords would be justified in depart-
ing from a previous decision under the 1966 Practice Statement Note [1966] 3 All
E.R. 77 (H.L.). Accordingly, Lord Griffiths concluded that Armstrong's indirect copy-
ing of British Leyland's design drawings did not constitute copyright infringement.
[1986] 1 All E.R. at 883.

A difficulty arises in Lord Griffiths' analysis where drawings portraying a non-
functional or partly functional article are indirectly copied. There, Lord Griffiths rea-
soned, an indirect copy would appropriate the draftsman's skill and labor. Id. He
concluded that in such cases, an indirect copy should be considered an infringement.
Id. This distinction based on skill and labor, however, is questionable because in the
case of drawings of both functional and non-functional articles, the employee drafts-
man expects only his salary as compensation for his skill and labor. See Fellner, BL v.
Armstrong in the House of Lords: Our Souls Redeemed from the Company Store, 4
EUR. INTELL. PROP. REV. 117, 119 (1986).

117. [1986] 1 All E.R. at 871.
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grants, and a theory of implied license." 8 Although neither party
could invoke settled practice in this area, the House of Lords ulti-
mately accepted Armstrong's argument based on the principle of
non-derogation from grant. To reach this conclusion, the Lords an-
nounced in conclusory fashion that car owners have an "inherent
right"11 to repair their vehicles which the manufacturer cannot re-
strict through contract. 20 Moreover, the Lords reasoned that, to be
of value, the right of repair must include the opportunity to
purchase spare parts in an openly competitive market. 2 1 The Lords
then held that British Leyland was barred from enforcing its copy-
rights against spare parts manufacturers because to allow British
Leyland to enforce its copyrights would derogate from the car
owner's right of repair.1 2 2

Thus, after thirteen years of negotiations and litigation, the
House of Lords put an end to British Leyland's efforts to establish
control over the spare parts aftermarket. The legal basis for the de-
cision rested on the highly questionable assertion that the common
law principle of non-derogation from grant could defeat a statutory
right to which British Leyland was prima facie entitled. 22 Moreover,
even accepting that a car owner has a right to repair his vehicle,
there is quite a leap of faith between this proposition and the pro-
position that an aftermarket manufacturer has an uninhibited right
to supply the owner with spare parts."2 4 The policies on which the
decision rested, however, were sound. Clearly it would be undesir-
able to allow manufacturers to monopolize the spare parts markets
for their respective products to the detriment of competition. 25

118. Id. at 853.
119. Id. at 861-62.
120. Id. at 861 (Lord Bridge), id. at 875 (Lord Templeman).
121. Id. at 861-62.
122. Id. at 862 (Lord Bridge), id. at 875 (Lord Templeman).
123. In his dissenting opinion, Lord Griffiths exposed the shaky legal underpin-

nings of the majority decision:
No case has been cited to your Lordships in which the courts have refused to
enforce a statutory right because it impinged on other freedoms, yet the exam-
ples of such a state of affairs must be legion. I regret that I feel unable to
follow your Lordships down this untrodden path.

Id. at 884.
124. See Fellner, supra note 116 (noting "a gap between the proposition that

the purchaser has a right to repair and the proposition that someone other than the
copyright owner has a right to supply him"). Lord Bridge seemed to preclude the
possibility that manufacturers could limit the right of repair through contract with
his announcement that the right is "inherent in the ownership of the car itself."
[1986] 1 All E.R. at 861. In a similar conclusory fashion, Lord Templeman stated:
"The right cannot, in my view, be withheld by the manufacturer of the car by con-
tract with the first purchaser and cannot be withheld from any subsequent owner."
Id. at 875.

125. For his part, Lord Templeman was quite unwilling to allow manufacturers
to gain control over the spare parts aftermarkets for their products. He said:

No doubt if BL [British Leyland] are successful in these proceedings, every
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The House of Lords decision in British Leyland v. Armstrong
addressed the spare parts aspect of design copyright. The Lords rec-
ognized, however, that nothing less than a complete overhaul of the
law on designs would solve the problems of copyright in functional
articles."' Shortly after the House of Lords decided the Armstrong

manufacturer, whether of motor vehicles or other articles, will be careful to
make and preserve production or engineering drawings and will either require
all component replacement parts to be purchased from the original manufac-
turer or from licensees who pay royalties to the original manufacturer.

[1986] 1 All E.R. at 873. As to British Leyland's suggestion that it was willing to
license the reproduction of its spare parts for a modest royalty, Lord Templeman
said:

But a monopoly remains a monopoly even if it be benevolently administered
and an established monopoly will not necessarily be administered with benevo-
lence. In practice BL are claiming a monopoly and a similar monopoly can be
claimed by other manufacturers for their models. The same monopoly could be
invoked by the manufacture[r] of any article which requires replacement parts
from time to time.

Id. at 866. The Monopolies and Mergers Commission report which found that Ford
had exercised its design copyrights in a price inflationary and anti-competitive fash-
ion would seem to support Lord Templeman's reasoning. See FORD MOTOR COMPANY
LTD. A REPORT ON THE POLICY AND PRACTICE OF THE FORD MOTOR COMPANY LTD. OF

NoT GRANTING LICENSES TO MANUFACTURE OR SELL IN THE UNITED KINGDOM CERTAIN
REPLACEMENT BODY PARTS FOR FORD VEHICLES, supra note 97. But see [19861 1 All
E.R. at 884 (Lord Griffiths, dissenting):

It seems to me highly improbable that a motor car manufacturer would
exploit his copyright either to starve the spare parts market or to increase the
fair price for his spare parts for I can think of nothing more damaging to his
prospects of selling the car in the first place.

Id.
126. Lord Scarman said:

The Copyright Act 1956 is, I gladly hear, presently under review. This case
illustrates that more than redrafting with a view to clarification is needed:
nothing less than an overhaul of some of the principles of the modern extended
law is necessary. Judicial decision has extended copyright protection to indus-
trial drawings of purely functional objects. These objects in themselves do not
attract copyright protection; nor are they patentable, since they embody no
new invention, and their design is not registrable under the registered designs
legislation since they have no 'eye appeal.'

[1986] 1 All E.R. at 852. Lord Scarman found it anamolous that a manufacturer could
obtain through copyright a more enduring monopoly than would be available under
the patent and registered designs laws, even if the objects had been patentable or
registrable as designs. Id.

Lord Bridge also found the present law to be "highly unsatisfactory." Id. at 859.
Like Lord Scarman, Lord Bridge was concerned that design copyright "would cer-
tainly seem to be capable of abuse as a means of obtaining many of the advantages
conferred by patent monopoly while circumventing the many stringent conditions
and safeguards to which patent protection is subject." Id. Additionally, Lord Bridge
objected to the availability of conversion damages under the copyright laws with re-
spect to functional articles:

[Wihatever protection the industrial designer may need to safeguard the prod-
uct of his skills against piracy, I find it difficult to suppose that a rational
legislator, devising a comprehensive code ab initio for the protection of intel-
lectual property, would deliberately include a provision for the recovery of con-
version damages in respect of industrial products which infringe the protection
accorded to industrial designs. In the field of fine arts substantially the entire
value of a copy accrues from the work of the original artist. This is surely the
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case, the Government issued a White Paper which addresses the en-
tire design copyright problem.""'

The White Paper proposes a new system of design protection
based on a modified copyright approach.128 The underlying policy of
the proposed design right would be to reward manufacturers who
invest in design, thus providing an incentive for further invest-
ment.1 29 This commercially oriented approach, intended to recom-
pense the time and effort which manufacturers expend on design, is
in marked contrast to the aesthetically oriented policy which the
House of Lords ascribed to the Registered Designs Act 1949 in Amp
v. Utilux. There, the House of Lords attributed to the 1949 Act a
policy of preserving for design owners the benefits which accrue
from customer preference of articles having the design as against ar-
ticles not having the design. 30 Thus, the proposals set forth in the
White Paper reflect a fundamental reevaluation of the policies
which justify industrial design protection.

Under the proposed system, both functional and aesthetic de-
signs would be protected against copying for ten years.' There
would be no requirement of registration,"2 nor would there be any

rationale of the provision for conversion damages for infringements copyright.
In the field of industrial design the designer contributes only a modest fraction
of the value of the product. Thus, to award conversion damages for infringing
industrial copies of a protected design is irrationally generous to the designer
and punitive of the infringer.

Id. at 859-60.
127. INTELLECTUAL PROPERTY AND INNOVATION, CMND. 9712 (Apr. 1986).
128. The Government also considered the alternatives of a registration system

and an unfair copying law. The idea of extending the Registered Designs Act 1949 to
cover functional designs was rejected because of the high cost to users, as in many
cases several registrations would be required to protect a single product. Id. at 19.
The proposal for an unfair copying law was dropped because the application of such
laws typically involves many discretionary factors and a concomitantly high degree of
uncertainty. Id. at 20. Instead, the Government settled on a modified copyright ap-
proach which would "provide protection on copyright principles but without the more
objectionable features of full copyright protection." Id.

129. The Government position, as expressed in the White Paper, is that "some
protection should be available to give the manufacturer who has spent money on de-
sign the opportunity to benefit from his investment, thus providing an incentive to
further investment." Id. at 19. The basic premise of the new design right would be
that "all original designs deserve a period of protection to give the designer a market
lead over the copier." Id. at 20.

130. See supra note 86.
131. See INTELLECTUAL PROPERTY AND INNOVATION, CMND. 9712, at 20 (Apr.

1986).
132. Id. Since registration would not be required under the proposed system,

the Government has proposed that protection begin when the design is first fixed in
any tangible medium of expression:

The new right ('an unregistered design right') will come into being with:
(a) the first making of an article embodying the design; or
(b) the first expression of the design in any independent form, such as a draw-
ing or in a computer, from which an article embodying the design can be
produced.
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requirement that the design be reduced to two dimensions in the
form of a drawing.' 83 Significantly, licenses to produce protected ar-
ticles would be available as of right during the final five years of the
term.'

8
4

The proposed design right would be infringed by the produc-
tion, use, or sale of any article embodying the design or a substantial
reproduction of the design.' s The provision for conversion damages
which exists under the current copyright law would be eliminated.18

To avoid problems arising from dual protection, the new right would
not impinge on articles which are artistic works qualifying for full
copyright protection.8 7 Again, to avoid problems of dual protection,
the new design right would not apply to any design while it is regis-
tered under the Registered Designs Act 1949."8'

To achieve a balanced system, the Government has also pro-
posed amendments to the Registered Designs Act 1949. Amp v.
Utilux judicially limited the scope of the Registered Designs Act
1949 to designs having a substantial aesthetic impact. The White
Paper, however, proposes to put the question beyond doubt and
limit the 1949 Act to "genuinely aesthetic designs."'80 The result

Id. at 21.
133. Id.
134. Id. at 20. The spare parts exception which the House of Lords created in

British Leyland v. Armstrong would not be carried over into the new system, but the
proposed legislation would contain "a more limited exception to enable the owner of
equipment to repair it or contract for someone else to repair it." Id. Moreover, to
avoid the risk of abuses during the first five years of the term of protection, the Sec-
retary of State would have discretionary authority to order compulsory licensing if
the Monopolies and Mergers Commission should find that a design right had been
exercised contrary to the public interest. Id.

135. Id. at 21. As in the current copyright law, a substantially similar design
would infringe a protected design:

The new right will be infringed by carrying out, without autlhority, any of
the following acts:
(a) reproducing the design by making for sale, hire or use in trade or business
an article embodying the design or a substantially similar design;
(b) importing or possessing any such article for the purpose of selling or hiring
it or using it in trade or business; or selling, hiring or offering or exposing for
sale or hire any such article, knowing or having reasonable cause to believe
that the article reproduced the design without authority.

Id.
136. Id. at 18.
137. Id. at 21.
138. Id.
139. Id. at 22.

The Government . intends to exclude from registration the design of any
article where:
(a) it cannot be shown that the aesthetic appearance of the article would be a
material factor taken into account in its purchase, acquisition, or use; or
(b) the article is an integral or working part of a further article, unless the
appearance of the two articles are substantially independent.

Id. It should be apparent that subsection (a) of this proposed amendment would ex-
clude Bauhaus design in favor of applied or ornamented design. Subsection (b) would
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would be to legislatively limit the 1949 Act to instances where there
is no absolute necessity that a particular design be used. Addition-
ally, the term of protection under the 1949 Act would be increased
from fifteen to twenty-five years.140 The increased term is intended
to account for the increasing importance of aesthetic design to in-
dustry, while the limitations to the scope of the Act would prevent
functional designs from receiving a twenty-five year term of
protection.

The new system of design protection would answer the objec-
tions which were raised against protecting the design of functional
articles through copyright. The term of protection would be reduced
from life plus fifty years to ten years, except in the case of genuinely
aesthetic designs which would be protected for twenty-five years
under the 1949 Act. The opportunity for monopolistic abuses of the
new design right would be eliminated through the provision for com-
pulsory licensing during the second half of the ten year term. The
spare parts industry would especially benefit in this regard, because
the demand for spare parts does not arise until some time after an
article is first marketed. Finally, the overly harsh remedy of conver-
sion damages would no longer be available. The new system, there-
fore, would remedy prior inequities and improve the balance be-
tween stimulating investment through protection and providing an
openly competitive market.

The United Kingdom's experiences in the field of design protec-
tion are instructive for American proponents of design protection.
As a threshold matter, regardless of the merits of protection for
functional designs, it is unlikely that Congress will at any time in
the near future enact legislation for the protection of purely func-
tional designs. In the United Kingdom, while British Leyland lost
the battle on this issue, it appears to have won the war through the
proposal of the modified copyright system of design protection,
which would include functional designs. The feeling in the United
States, however, is that a designer must contribute something more
than a mere sheet metal exhaust pipe or gear wheel before his ef-
forts will be rewarded through design protection.

From the American standpoint, then, where did the British sys-
tem go awry? The point of no return, it would seem, was the Amp
case. The definition of "design" adopted in the Amp case, "absurd
in its strictness, '1 4 1 forced designers to copyright. The British gov-
ernment has now proposed to perpetuate the rule of the Amp case

exclude spare parts, except ornamental parts such as the mascot for an automobile.
140. Id.
141. Crew, Undesirable in Theory, Absurd in Practice - The Protection of

Industrial Designs in England and New Zealand, 2 AUCKLAND U. L. REV. 1, 7 (1975).
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and limit the Registered Designs Act 1949 to genuinely aesthetic de-
signs. The words "genuinely aesthetic" seem to speak more of ap-
plied art than of industrial art along the lines of the Bauhaus move-
ment. Thus, it appears that the amended Designs Act would
encompass little more than the current American copyright law with
its separability standard. Design protection legislation along the
lines of the Registered Designs Act 1949 would add little to existing
American law.

The most recent American proposal, like the Registered Designs
Act 1949, excludes a design if it is "dictated solely by a utilitarian
function of the article that embodies it."14 2 The obvious intent of
this provision is to exclude functional designs such as the exhaust
systems in which British Leyland asserted copyright. The legitimate
reason underlying this provision is to avoid any restrictive effects on
competition which might arise where a particular design must be
used to perform the desired function. In this respect, the exclusion
of purely functional designs achieves the important goal of main-
taining a competitive atmosphere in fields such as the spare parts
aftermarket.

The Amp case illustrated, however, the inherent ambiguity of
the exclusionary words "dictated solely by function." It is suggested
that the overly strict construction of these words which the House of
Lords sanctioned in Amp v. Utilux is to be avoided. If a variety of
shapes can serve the same function, then there is no need for others
to copy a design. Moreover, it is suggested that if many configura-
tions are capable of performing the same function, there exist suffi-
cient indicia of aesthetic design that the article should qualify for
protection.14 3 American courts could reasonably adopt this interpre-

142. H.R. 379, 100th Cong., 1st Sess. § 1002(d) (1987).
143. British Leyland suggested in the Armstrong case that this construction

would minimize or eliminate the design copyright problem because it would force
designers to rely on the Registered Designs Act 1949. Lord Bridge rejected this sug-
gestion, however, finding that it was only peripheral to the main issue:

[C]ounsel for BL invited your Lordships to adopt a very much narrower con-
struction of the exclusions in the 1949 definition than that which the House
applied in the Amp case. They submitted that 'features which ... appeal to
and are judged solely by the eye' means no more than features which can be
visually discerned and appreciated, and that the functional exception in the
definition applies only to articles whose design is mandated by their function,
in the sense that only an article of the precise shape or configuration chosen
would be capable of performing the relevant function at all. You Lordships
were referred to numerous [early] cases [which] ... supported the narrow
meaning contended for. I am prepared to accept that before the decision in the
Amp case this view of the law was widely held but . . . it could not be an
appropriate exercise of the power to depart from earlier decisions of the House
to reject the construction of the 1949 Act adopted in the Amp case on a point
which is at most only of peripheral relevance to the issue now to be decided.
Whatever anamolies in the law may arise from the Amp decision, we must, it
seems to me, accept them and attribute to them such importance as they
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tation. It is suggested, however, that the most recent American pro-
posal would be significantly improved if the functional exclusion
were redrafted to exclude a design only where there is a necessity
that the particular design be used to perform the desired function. " '

DESIGN PROTECTION IN NEW ZEALAND

As in the United Kingdom, industrial design protection in New
Zealand has been an area of rapid development over the past dec-
ade. Until recently, the developments in New Zealand largely mir-
rored those in the United Kingdom. The New Zealand Supreme
Court approved the practice of protecting industrial designs through
copyright as early as 1975,'s5 although New Zealand's Designs Act
1953146 is specifically directed to the protection of such designs.
Since 1975, the importance of the Designs Act 1953 has diminished
and increasing use has been made of New Zealand's Copyright Act
196214 to protect industrial designs. Indeed, copyright has become
the preferred method of design protection because the standards for
obtaining copyright are less stringent than those for obtaining a reg-
istered design, and New Zealand does not exclude articles which
would be registrable under the Designs Act from protection under
the Copyright Act.14 8

In 1985, New Zealand enacted amendments to its copyright law
to address the inequities of protecting industrial designs through ar-
tistic copyright." 9 The most important of these amendments re-
duced the term of copyright in industrial designs, including func-
tional articles such as spare parts, to sixteen years. Based on these
amendments which distinguish New Zealand law from that of the
United Kingdom, the New Zealand High Court recently held'50 that
the House of Lords decision in British Leyland v. Armstrong will

merit.
[19861 1 All E.R. at 856.

144. See Comment, Protection of the Design of Useful Articles: Current Inade-
quacies and Proposed Solutions, 11 HOFSTRA L. REV. 1043, 1068 (1983) (discussing
similar design protection proposal and noting that a restrictive interpretation of the
functional exclusion could unjustifiably cut short the range of design protection).

145. The New Zealand Supreme Court expanded the scope of the Copyright Act
1962 (N.Z.) to include industrial designs in the landmark case of Johnson & Assocs.
v. Bucko Enters. [19751 1 N.Z.L.R. 311. See generally Grinlinton, Industrial Design
and Copyright - Recent Developments, 4 AUCKLAND U. L. REV. 399 (1983); Crew,
Undesirable in Theory, Absurd in Practice - The Protection of Industrial Designs
in England and New Zealand, 2 AUCKLAND U. L. REV. 1 (1975).

146. 6 N.Z. REPR. STAT. 111 (reprinted as on 1 Nov. 1980). The Designs Act 1953
is essentially equivalent to the United Kingdom's Registered Designs Act 1949.

147. 11 N.Z. REPR. STAT. 1 (reprinted as on 1 Nov. 1982).
148. See Grinlinton, supra note 145, at 399-400; Crew, supra note 145, at 7-8.
149. See Copyright Amendment Act 1985.
150. Mono Pumps (N.Z.) Ltd. v. Karinya Indus. Ltd., Auckland Registry No.

A1360/83, slip op. (High Court July 24, 1986) (Tompkins, J.).
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not be followed in New Zealand.'8 ' The effect of this decision, if af-
firmed on appeal, would be that industrial designs, including spare
parts, may continue to enjoy copyright protection in New Zealand.

The 1984 decision of the New Zealand Court of Appeal in
Wham-O Mfg. Co. v. Lincoln Industries Ltd.' illustrates the evolu-
tion of artistic copyright law to protect industrial designs and pro-
vides valuable lessons for American proponents of design protection
legislation. The Wham-O case involved claims of copyright in the
toy flying discs known as "Frisbees."' 53 Wham-O Mfg. Co., the
American toy manufacturer, alleged that the defendant Lincoln In-
dustries had manufactured and sold Frisbees in breach of Wham-O's
copyrights. '5 The trial court held in favor of Wham-O. 165 The court
issued an injunction restraining Lincoln from infringing Wham-O's
copyrights and ordered the destruction of all infringing copies and
an.inquiry into damages. 16 Lincoln appealed.157

The facts giving rise to the suit were unique in that they reveal
the long reach of design copyright. Wham-O first developed a flying
disc in 1957.158 The upper surface of the disc was smooth and had no
raised rings or ribs on the surface.150 In 1964, Wham-O decided to
redesign the Frisbee to improve its appearance and to distinguish
the product from others in the American market. °10 To this end,
raised concentric rings or ribs were added to the upper surface of
the disc. 61 Surprisingly, it was found that the rings improved the
aerodynamic qualities of the discs and in 1967 Wham-O was issued a
United States patent for the improved Frisbee. 62 Between late 1964

151. Id.
152. [1984] 1 N.Z.L.R. 641 (N.Z. Ct. App.). Following the Supreme Court deci-

sion in Johnson v. Bucko, the law of design protection was somewhat uncertain in
New Zealand. It was hoped that the Court of Appeal decision in the Wham-O case
would clarify the law in this area. See Grinlinton, supra note 145, at 413-14.

153. [19841 1 N.Z.L.R. at 644.
154. Id.
155. See [1984] 1 N.Z.L.R. 628. The trial court decision is reviewed in Grin-

linton, supra note 145, at 407-09.
156. See [1984] 1 N.Z.L.R. at 644. The defendant Lincoln had also adopted

Wham-O's "Frisbee" trademark. Although Wham-O had never attempted to register
the mark in New Zealand, the trial court concluded that Lincoln's trademark applica-
tion was not made in good faith. The court's order that the mark be expunged from
the Trade Mark Register was upheld on appeal. See id. at 681-85.

157. [1984] 1 N.Z.L.R. 641.
158. Id. at 644.
159. Id. at 645. Wham-O obtained a design patent in the United States for the

smooth-surfaced disc in 1958. Id. at 644-45.
160. Id. at 645.
161. Id.
162. Id. This was a utility patent, in contrast to a design patent. Wham-O was

able to obtain a patent for the improved "Frisbee" despite the fact that the reason
for re-designing the disc was solely to improve its appearance. Patentability is not
affected by the way in which an invention is made. 35 U.S.C. § 103 (1982); see also 35
U.S.C. § 101 (1982) ("Whoever invents or discovers any new and useful. . . manufac-
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and 1968, Wham-O introduced into the United States market three
new Frisbee models which incorporated the raised rings.63

The defendant Lincoln Industries learned of the Frisbee
through Wham-O's Australian licensee."6' In 1966, Lincoln pur-
chased from the Australian licensee a mold and other know-how
necessary to manufacture Frisbees.'6 5 Wham-O was not informed of
this transaction."' Lincoln thereafter began to manufacture Fris-
bees which were very similar to those of Wham-O.'6 "

Wham-O, not having entered the New Zealand market, was un-
aware of the situation there, and it was not until 1979 that the com-
pany brought its action against Lincoln.'" Wham-O was in an
unenviable position in that it had never applied for patent or design
protection in New Zealand.169 Instead, Wham-O relied on the theory
of design copyright.170 The company contended that, under interna-
tional agreement, its preliminary drawings, wooden models, and
molds for Frisbees were protected as original artistic works within
the copyright law of New Zealand.17

1 Moreover, Wham-O argued

ture . . . or any new and useful improvement thereof, may obtain a patent therefor
") (emphasis added).
163. [19841 1 N.Z.L.R. at 645. These were the familiar "Professional," "Regu-

lar," and "Master" models. Each model differed somewhat in the arrangement of the
raised rings on the upper surface, and the master Frisbee also included rings on the
under surface of the disc. Id.

164. Id. Lincoln's Managing Director learned of the Frisbee while visiting
Wham-O's Australian licensee some time in 1965. Id.

165. Id. at 646. It is significant that the rights of Wham-O's Australian licensee
,were confined to Australia and did not extend to New Zealand. Id. at 645.

166. Id. at 646. The trial court found that both parties to the transaction were
aware that Wham-O knew nothing of the deal. Id.

167. Id. at 646-47. Lincoln's initial run of 45,164 discs sold well to retailers, but
did not catch the public fancy. The company halted production and did not reenter
the market until 1973, when it was substantially more successful. Between 1973 and
1980, Lincoln sold 340,000 discs. Id.

168. See id. at 672-77. This section of the court's opinion addresses the defenses
of estoppel by acquiescence and laches. The opinion sets forth in detail the facts
surrounding Wham-O's gradual realization of the situation in New Zealand. Id.

169. Id. at 633.
170. Id. at 644.
171. Id. at 647-48. Wham-O also contended that its molded plastic Frisbees

were works of art falling within the Copyright Act. Id. The Copyright Act 1962 (N.Z.)
defines "artistic work" in section 2:

'Artistic work' means a work of any of the following descriptions, that is to
say-

(a) The following, irrespective of artistic quality, namely paintings,
sculptures, drawings, engravings, and photographs:

(b) Works of architecture, being either buildings or models for
buildings:

(c) Works of artistic craftsmanship, not falling within either of the pre-
ceding paragraphs of this definition.

Wham-O based its copyright claims on subsection (a) of the definition. Industrial
designs may also be protected under subsection (c) as "works of artistic craftsman-
ship." Note, however, that a work must display some artistic merit to fall within sub-
section (c), whereas this is not the case under subsection (a).
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that the Lincoln Frisbees infringed Wham-O's copyrights because
the Lincoln Frisbees were substantial reproductions of these "artis-
tic works.

'172

The Court of Appeals upheld Wham-O's claims and dismissed
the appeal. The first issue was whether Wham-O could claim copy-
right in its drawings, models, and molds.1 7 3 The court reasoned that
Wham-O's preliminary drawings fell within the definition of artistic
works in New Zealand's Copyright Act because the definition in-
cludes drawings, irrespective of artistic quality. 7 4 Moreover, through..
an expansive reading of the definition of "artistic work," the court
concluded that Wham-O's wooden models were "sculptures" and
that Wham-O's molds were "engravings" falling within the scope of
the Act.1"5 The court also held that Wham-O's finished plastic Fris-
bees were "engravings" within the meaning of the Act.176 Thus, the
court construed the definition of "artistic work" with a view to ex-
panding the scope of the Act to include industrial designs.

The court then considered whether the Lincoln Frisbees in-
fringed Wham-O's copyrights. 7 7 Under New Zealand's Copyright
Act, infringement is made out when the defendant reproduces a sub-
stantial part of the work in any material form.17 8 Reproduction is
defined to include versions produced by converting the protected

Designers, therefore, prefer to bring themselves within subsection (a) if at all
possible. Typically, subsection (c) comes into play only in those cases where no draw-
ings of the design exist. On the operation of the United Kingdom provision corre-
sponding to subsection (c), see George Hensher Ltd. v. Restawhile Upholstery Ltd.
[1974] 2 All E.R. 420 (H.L.). See also Grinlinton, supra note 145, at 404-05 (discuss-
ing Restawhile case).

172. See infra notes 177-82 and accompanying text for a discussion of the in-
fringement issue.

173. [1984] 1 N.Z.L.R. at 685.
174. Id. at 649-50. The materials in which Wham-O claimed copyright

originated in United States. Both New Zealand and the United States, however, are
signatories to the Universal Copyright Convention of 1952, which entitles citizens of
signatory countries to reciprocal copyright protection. See id. at 670.

175. See supra note 171 (definition of "artistic work"). Seven pages of the re-
porter are devoted to the court's analysis of whether the wooden models were "sculp-
tures," and whether the molds were "engravings." In this section the court also con-
sidered whether the finished plastic Frisbees were "engravings" or "sculptures."
[1984] 1 N.Z.L.R. at 655-62. This extended discussion indicates the developing nature
of the law in this area. The court first examined the definitions of "sculpture" and
"engraving" in section 2 of the Copyright Act (N.Z.) and decided that the definitions
were inclusive, not exhaustive. Id. at 656. Thus, the court took into account the ordi-
nary meaning of these words in making its determination. Id.

176. Id. at 662-63. The court concluded, however, that the finished product was
not "sculpture" within the meaning of the Copyright Act. Id. at 660-62.

177. Id. at 663-70.
178. Under section 7(4)(a) of the Copyright Act (N.Z.), infringement occurs

when a copyrighted work is reproduced in any material form. See [1984] 1 N.Z.L.R.
at 663. Reproductions of a substantial part of a work are deemed to be reproductions,
see id., and substantially is a question of quality rather than quantity. Id. at 666.
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work into a three-dimensional form. s The court held that Lincoln's
Frisbees infringed Wham-O's copyrights because the discs copied
the raised rings or ribs which were a substantial part of Wham-O's
copyrighted designs.180 Lincoln argued that its Frisbees escaped in-
fringement because they were not exact reproductions,' but the
court rejected this contention and held that mere differences in
dimensions would not allow Lincoln to avoid infringement.182

On the issue of damages, the court held that Wham-O was enti-
tled to conversion damages for each disc which Lincoln had sold
within the six year statute of limitations.18 3 Lincoln contended in
this regard that the basis of damages should be the value of the
discs at the time of manufacture.8 " Wham-O, however, argued that
damages should be assessed based on the price at which the discs
were put on the market."' The court reasoned that because the con-
version of the discs occurred at the time they were sold to retailers,
Wham-O's theory prevailed. 86

The Wham-O case is significant in several respects. The case is
surprising because the reverse situation could not arise under Amer-
ican law. Wham-O's Frisbees would not qualify for copyright protec-
tion under the separability standard discussed earlier.187 Thus, a for-
eign manufacturer who failed to obtain utility or design patent
protection in the United States would be left without a remedy if
the situation were reversed. Purely from a practical standpoint,
then, the Wham-O case illustrates the immense substantive differ-
ences between the laws of the two countries. The case also has a
bearing on three important points relevant to the design protection
problem in the United States.

179. Copyright Act 1962, § 2; see also [1984] 1 N.Z.L.R. at 663. "Reproduction"
is similarly defined in the United Kingdom. See supra note 89 and accompanying
text.

180. [1984] 1 N.Z.L.R. at 670.
181. Id. at 669.
182. Id.
183. Id. at 680.
184. Id.
185. Id.
186. Id. at 681.
187. Under the separability standard, those features of a utilitarian article

which may be identified separately, and are capable of existing independently as a
work of art, are eligible for copyright protection. See supra notes 53-55 and accompa-
nying text. A Frisbee is a utilitarian article, so the disc itself would not be eligible for
copyright. The decorative rings on the discs are not physically separable from the
discs, so the rings in themselves would not qualify as a work of art in this way. Con-
ceptually, it is possible to envision a series of concentric rings existing independently,
but it is difficult to see how a group of rings would qualify as a work of art. Standing
alone, a group of rings seems to rise more to the level of an idea than a work of art.
Indeed, the defendant raised the argument that Wham-O's suit amounted to an at-
tempt to protect an idea through copyright. See infra notes 188-95 and accompanying
text.
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The first of these points relates to the proper scope of design
protection. Intellectual property law, like other areas of property
law, confers upon the owner the right to exclude others. 8 8 In this
regard, the scope of the owner's rights should be commensurate with
the degree to which the owner's contribution has enriched the useful
arts.5 9 If, as in New Zealand, a copyright form of protection is avail-
able for designs which are original only in the sense that they are
not copied from the work of another, then the protection afforded to
such designs should be narrowly limited. Certainly, copyright should
not rise to the level of protecting ideas.'90

188. For example, a United States patent confers upon the patentee the right to
exclude others from making, using, or selling the patented invention throughout the
United States. See 35 U.S.C. § 154 (1982).

189. This concept is reflected in our intellectual property system as it exists
today. Consider, for example, the balance which the patent system achieves between
the requirement of invention and the scope of the property rights conferred by a
patent. Functional articles are not protected from the point of view of their function
unless they display a certain level of inventiveness. Thus, the patent law requires that
inventions must be new, useful, and unobvious before they may be patented. See 35
U.S.C. §§ 101-103 (1982). If an invention satisfies these requirements it is patentable,
and the patentee is granted the right to exclude others from making, using, or selling
the invention. 35 U.S.C. § 154 (1982). Since an invention must be new to be patenta-
ble, only the first person to invent a particular invention is entitled to a patent. See
35 U.S.C. §§ 101-102 (1982). The patent carries with it the right to exclude others,
including those who independently conceive of the same invention at a later date.
This broad right to exclude even those who independently create the same invention
is consistent with the significant contribution of inventors to society.

Moreover, the scope of protection which a patent affords the inventor will de-
pend on the nature of the patented invention. Pioneer inventions, those which re-
present a major technological advancement, are entitled to a very broad range of pro-
tection. Inventions which represent only a minor advance in a crowded field of
technology are entitled to a correspondingly narrower scope of protection. See West-
inghouse v. Boyden Power Brake Co., 170 U.S. 537, 561-62 (1898); Hughes Aircraft
Co. v. United States, 717 F.2d 1351, 1362 (Fed. Cir. 1983); Triax Co. v. Hartman
Fabricators, Inc., 479 F.2d 951, 958 (2d Cir.), cert. denied, 414 U.S. 1113 (1973). The
patent system, therefore, attempts to achieve a balance between the value of the in-
ventor's contribution to society and the scope of the property rights which the inven-
tor is granted. The same concept should hold for all forms of intellectual property.

190. Copyright protects only the manner in which an author expresses his ideas.
See, e.g., Hoehling v. Universal City Studios, Inc., 618 F.2d 972, 974 (2d Cir.) (copy-
right embraces author's original expression), cert. denied, 449 U.S. 841 (1980). The
United States copyright law specifically provides that copyright protection does not
extend to ideas. 17 U.S.C. § 102(b) (1982). Through this idea/expression dichotomy,
copyright strikes a definitional balance between the first amendment and the protec-
tion of an author's expression. See Harper & Row, Publishers, Inc. v. Nation Enters.,
471 U.S. 539, 105 S. Ct. 2218, 2228-29 (1985). Thus, copyright should permit the free
communication of ideas while still protecting an author's expression. Id.

To illustrate the problem which may occur in the area of design copyright, con-
sider a diagram of a sphere. While there may be various ways to depict a sphere, each
depiction can only convey the idea of a sphere. If the owner of the copyright in such a
drawing could prevent others from reproducing spheres in three dimensions, the
owner would obtain a monopoly over an idea. Since it is often difficult to discriminate
between the aesthetic and functional aspects of an industrial design, design protec-
tion should be narrowly focused to avoid protecting the underlying idea of the func-
tional article.
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The Wham-O decision walks a razor's edge on this issue.
Wham-O obtained patent protection for its Frisbee in the United
States, but never applied for a patent in New Zealand.' 19 Lincoln
contended that because its discs differed from Wham-O's in the
number and placement of rings, Wham-O's suit amounted to a be-
lated attempt to obtain protection in the nature of a patent.192 In
sum, Lincoln alleged that the suit was one to protect an idea
through copyright.19' While the court rejected this argument, 9 ' it
seems inconsistent that the court could go on to find copyright in-
fringement relying on an authority which states in part that a copy
is that which gives the viewer the idea of the original.195 It is sug-
gested that to avoid difficult cases such as this, the United States
should enact legislation which creates a narrowly focused form of
design protection.

The second point raised by the Wham-O decision relates to the
type of remedy which should be granted for infringement of a pro-
tected design. It is absurd that Wham-O, through the fortuitous
oversight of having failed to obtain patent or registered design pro-
tection in New Zealand, was able to recover conversion damages
under the copyright law. 9s Indeed, New Zealand has recognized the

191. [1984] 1 N.Z.L.R. at 663.
192. Id.
193. Id. at 663, 665.
194. Id. at 665.
195. Id. at 670 (quoting King Features Syndicate Inc. v. 0 & M Kleemann Ltd.,

[1941] R.P.C. 207, 210-11 (H.L.)). New Zealand courts have taken a particularly
broad view of what constitutes copying. In Frank M. Winstone (Merchants) Ltd. v.
Plix Prods. Ltd. [1985] 1 N.Z.L.R. 376 (C.A.), the plaintiff had designed a plastic
shipping tray for kiwi fruit. Id. at 377. Apparently pleased with the plaintiff's design,
the Government issued product standards based on that design and required that all
kiwi fruit shipping trays comply with the standards. Id. To avoid copyright infringe-
ment, the defendant hired an independent designer who had never seen the plaintiff's
trays and asked him to design a tray satisfying the Government's product standards.
Id. at 377-78. Surprisingly, the Court of Appeal held that the resulting trays infringed
the plaintiff's copyright, effectively giving the plaintiff a monopoly. Id. at 381. This
decision borders on the protection of an idea through copyright. Several commenta-
tors have voiced the concern that courts are extending protection to ideas through the
mechanism of design copyright. See, e.g., Grinlinton, supra note 145, at 403; Crew,
supra note 145, at 9; Grant, Reverse Engineering as Copyright Infringement, J. Bus.
L. 133, 139 (Mar. 1985) (United Kingdom).

196. See supra notes 183-86 and accompanying text. The provision for conver-
sion damages in such a case is monstrous. The plaintiff is actually placed in a better
position than if the infringement had never occurred. If the plaintiff had made the
infringing sales itself, presumably the plaintiff would recover only a reasonable profit.
Conversion damages, however, include both profits and all other costs. Thus, conver-
sion damages overcompensate plaintiffs and include a significant punitive element.
See supra note 126 (opinion of Lord Bridge, noting that in the fine arts conversion
damages may be justified because the entire value of a copy accrues from the original
work of the author, but that this rationale does not apply in the case of industrial
designs). A more reasonable approach to damages is to award that amount which the
plaintiff would have made if the infringer had not infringed. See Aro Mfg. Co. v.
Convertible Top Replacement Co., 377 U.S. 476, 507 (1964) (discussing proper mea-
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draconian nature of such damages in respect of functional articles,
and the recent amendments to its copyright laws eliminate conver-
sion damages as of right, leaving their availability to the discretion
of the court.197

An analogy to patent law illustrates the desirability of this
amendment. The United States patent law, with its stringent safe-
guards of novelty and unobviousness, provides that a patent owner
is only entitled to recover damages adequate to compensate for any
infringement. "8 Typically, this involves an award of lost profits or a
reasonable royalty for the use made of the patented invention. 1" An
exception is made for cases of willful infringement, where the dam-
ages may be increased up to three times the amount assessed.2 00 As
with inventions, the principal value of industrial designs lies in their
utility. In keeping with the concept that the extent of an intellectual
property owner's rights should reflect the value of his contribution
to the useful arts, it is suggested that any United States design pro-
tection proposal should provide for a remedy less drastic than con-
version damages.

The final point with respect to the Wham-O case involves the
duration of protection for designs. Since New Zealand has aban-
doned any attempt to avoid the dual protection problem, 2 0 and the

sure of damages in patent infringement cases).
197. Section 25(1) of the Copyright Act 1962 provides for conversion damages,

with an exception for innocent infringers in subsection (2). The Copyright Amend-
ment Act 1985 adds a new subsection (2A) which amends subsection (1) to eliminate
conversion damages for industrial designs:

(2A) Notwithstanding subsection (1) of this section, a plaintiff shall not be
entitled to the rights and remedies referred to in that subsection in respect of
infringing copies which are reproductions in 3 dimensions of any artistic work,
or which are reproductions in 2 dimensions reasonably required for the making
of the reproduction in 3 dimensions, or in respect of any plate used or intended
to be used for making those infringing copies, unless the Court orders other-
wise having regard to -

(a) The flagrancy of the infringement:
(b) Any benefit shown to have accrued to the defendant by reason of the
infringement:
(c) The sufficiency of the remedy of damages for infringement:
(d) Any other matters the Court thinks fit.

198. 35 U.S.C. § 284 (1982).
199. Section 284 of Title 35 provides that the minimum measure of damages in

a patent infringement case shall be a reasonable royalty for the use made of the in-
vention. 35 U.S.C. § 284 (1982). Lost profits may be awarded if the plaintiff is able to
demonstrate the extent of these profits through competent evidence. See Central
Soya Co. v. Geo. A. Hormel & Co., 723 F.2d 1573, 1578 (Fed. Cir. 1983).

200. 35 U.S.C. § 284 (1982); see also Central Soya Co. v. Geo. A. Hormel & Co.,
723 F.2d 1573, 1576-77 (Fed. Cir. 1983) (affirming award of double damages based on
willful infringement).

201. See Crew, supra note 161, at 4. New Zealand's decision to ignore the dual
protection problem allows all industrial designs to come within the ambit of the
Copyright Act (N.Z.), regardless of whether they would be registrable under the De-
signs Act (N.Z.). Id.
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requirements for obtaining a registered design are somewhat stricter
than those for obtaining copyright in a design, designers have cho-
sen the copyright route.2 02 The anamolous result was that, as of the
time of the Wham-O case, industrial designs in New Zealand could
be protected for the author's life plus fifty years under the Copy-
right Act.2 0 8 New Zealand's Copyright Amendment Act 1985 ad-
dressed this problem, and reduced the term of copyright in indus-
trial designs to sixteen years.2 0 " American proposals for design
protection legislation should provide for a similarly reasonable term
of protection.

The 1985 amendments to New Zealand's copyright law provide
a further point of interest. Based on the reduction of the copyright
term in designs and other related amendments which distinguish
New Zealand law from that of the United Kingdom, the High Court
recently held in Mono Pumps (N.Z.) Ltd. v. Karinya Industries0 5
that the House of Lords decision in British Leyland v. Armstrong
will not be followed in New Zealand.2ss This holding, if affirmed on

202. In the words of one commentator, "the Designs Act is a shy maiden who
protects very few designs, the Copyright Act a whore who accommodates them all
indiscriminately. Crew, supra note 145, at 5. See also Grinlinton, supra note 145, at
400.

203. Copyright Act 1962 (N.Z.), § 8.
204. The Copyright Amendment Act 1985 adds a new section 20B to accom-

plish the reduction in term:
20B (1) The making of any object in 3 dimensions (including a reproduction in
2 dimensions reasonably required for the making of the object) does not in-
fringe the copyright in an artistic work, if, when the object or reproduction is
made, the artistic work has been lawfully applied industrially in New Zealand
or in any other country more than 16 years before the object or reproduction is
made.

Subsection (2) provides that an article is applied industrially if more than fifty three-
dimensional reproductions are made for the purposes of sale or hire. It should be
apparent that section 20B will reduce the term of protection for all industrial designs,
not only those which fall within the scope of New Zealand's Designs Act 1953.

205. Auckland Registry No. A1360/83, slip op. (High Court July 24, 1986)
(Tompkins, J.).

206. Id. In declining to follow the British Leyland v. Armstrong decision, the
High Court focused on the amendments to New Zealand law which reduced the term
of protection for industrial designs and eliminated the provision for conversion dam-
ages. Id. at 17-18. The court reasoned that since the legislature had expressly ad-
dressed itself to the design copyright problem, "any further amendment or exception
should be enacted by the legislature, not imposed by the court." Id. at 18. Moreover,
the court noted that the amendments effectively addressed those aspects of the law
which Lord Bridge had found to be highly unsatisfactory in his opinion in the Arm-
strong case. Mono Pumps, slip op., at 18; see also [1986] 1 All E.R. at 859-60 (opinion
of Lord Bridge). A final reason the court gave for rejecting the spare parts exception
was that the British Government White Paper explicitly rejects the approach taken
by the House of Lords. The court reasoned that because the White Paper proposes a
new system of protection which would include spare parts, it was apparent that the
British Government did not regard the spare parts exception to be a suitable long
term solution to the design copyright problem. Mono Pumps, slip op., at 20. Accord-
ingly, the court declined to introduce the spare parts exception into New Zealand law.
Id.
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appeal, would mean that functional designs such as those for spare
parts may continue to enjoy copyright protection in New Zealand. In
this regard, New Zealand law is more favorable to designers than the
proposals which the United Kingdom intends to adopt. New Zea-
land copyright law does not provide for licensing as of right, so man-
ufacturers whose products require replacement parts will in all like-
lihood be able to exercise a significant degree of control over the
spare parts aftermarkets for their respective products.

DESIGN PROTECTION IN AUSTRALIA

Australia has taken a significantly different approach to the de-
sign protection problem than either the United Kingdom or New
Zealand. In 1981, Australia enacted major amendments to its De-
signs Act 1906, and these came into effect in April, 1982.07 The new
amendments evidence a commercially oriented policy to promote in-
vestment in design, in contrast to the aesthetically based policy
which underlies the United Kingdom's Registered Designs Act 1949.
The Australian legislation is broad enough to encompass both ap-
plied designs and designs for the shape of an article according to the
tenets of the Bauhaus movement. In addition, dual protection under
the copyright law is prohibited. The result is that the Designs Act
(Australian) is of much more significance to designers than the cor-
responding acts in the United Kingdom and New Zealand, and there
has not arisen in Australia the wholesale practice of protecting de-
signs through artistic copyright.

The most important aspect of the Australian Designs Act lies in
its broad definition of "design." "Design" is defined as:

features of shape, configuration, pattern or ornamentation applicable
to an article being features that, in the finished article, can be judged
by the eye, but does not include a method or principle of
construction. 0 8

Notably absent from this definition is the requirement of the corre-
sponding United Kingdom and New Zealand provisions that a de-
sign have features which "appeal to" the eye. 0 9 Moreover, the new
section 18 of the Designs Act (Australian) provides that registrabil-
ity is not affected merely because a design incorporates features of

207. See generally Puri, Design Protection in Australia, 13 VICT. U. WELL. L.
REV. 171 (1983) (discussion of 1981 amendments to Designs Act); Kewley & Stern,
Registered Designs (Australia), 58 L. INST. J. 534 (May, 1984) (overview of Designs
Act as amended, 1981); Walker, Recent Amendments to the Designs Act 1906 (Cth),
14 MELBOURNE U. L. REv. 89 (1983) (in depth analysis of amendments to Designs
Act).

208. Designs Act 1906, § 4.
209. See Registered Designs Act 1949, 12, 13 & 14 Geo. 6, ch. 88, § 1(3) (U.K.);

Designs Act 1953, § 2(1) (N.Z.).
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shape or configuration which serve a functional purpose.2 10 Read in
conjunction, section 18 and the broad definition of "design" leave no
room for the restrictive construction which the House of Lords
placed upon the United Kingdom's definition of "design" in Amp v.
Utilux.2 1

I Thus, functionality is not a bar to registration under the
Australian Act and a tremendous number of articles qualify for pro-
tection. This bespeaks a legislative policy to encourage investment
in design, over and above any policy to promote a particular ap-
proach to design.

The Australian definition is preferable to those of the United
Kingdom and New Zealand in the respect that it avoids setting up
the law as the arbiter of good taste. The definition clearly does not
exclude designs which embody a unification of form and function.
The outer limits of this definition, however, are yet to be explored in
the courts. It remains to be seen whether the Australian legislation
now goes so far as to embrace designs which must of necessity be
used to perform a particular function, such as those for spare parts.
Moreover, although "a method or principle of construction" is ex-
cluded from protection,2 1 2 the meaning of these limiting words
seems elusive at best. It is suggested in this regard that, while the
House of Lords' approach in Amp v. Utilux seems overly restrictive,
the Australian definition may swing too far in the opposite direction.

In addition to its broad definition of "design," the new Austra-
lian legislation contains relatively strict standards of novelty. As in
the United Kingdom and New Zealand, a design must be "new or
original" to qualify for protection in Australia. 13 In this context,
"original" means something more than mere novelty, so the "new or
original" requirement is stricter than the originality required for
copyright, 1 4 where a work must be original only in the sense that it
originates from the author. A design is not to be considered "new or
original" if it differs "only in immaterial details or in features com-
monly used in the relevant trade" from a design that has previously
been registered, published, or used in Australia in respect of the
same article.215 In contrast, the cognate United Kingdom and New

210. The new section 18 of the Designs Act 1906 provides: "An application for
registration of a design shall not be refused, and a registered design is not invalid, by
reason only that the design consists of, or includes, features of shape or configuration
that serve, or serve only, a functional purpose."

211. See Puri, supra note 207, at 181 (noting that the interpretation of "design"
expounded in the Amp case is now clearly inapplicable in Australia); Kewley & Stern,
supra note 207, at 534 (same); see also supra notes 83-88 and accompanying text
(discussion of Amp v. Utilux).

212. Designs Act 1906, § 4.
213. See Designs Act 1906, § 17(1) (Aust.); Registered Designs Act 1949, 12, 13

14 Geo. 6, ch. 88, § 1(2) (U.K.); Designs Act 1953, § 5(2) (N.Z.).
214. See supra note 76.
215. Designs Act 1906, § 17(1).
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Zealand provisions do not include the bar based on prior use.2"' The
Australian Act also provides that a design is not "new or original" if
it is "an obvious adaptation" of a design previously registered, pub-
lished, or used in Australia in respect of any other article." 7 Again,
the corresponding provisions in the United Kingdom and New Zea-
land do not include the bar based on prior use.11s Moreover, the
Australian Act introduces the concept that obvious adaptations of
previous designs are not registrable. In summary, the requirements
for design registration in Australia contain somewhat more bite than
those of the United Kingdom or New Zealand.1"

This increased scrutiny of design registration applications in
Australia serves to balance Australia's broad definition of "design."
In this regard, it may be asked whether the exclusion of obvious
adaptations of previous designs borrows a strict inventive standard
from patent law, as the United States design patent system has
done." The concept of obviousness is well known in Australian pat-
ent law, although it differs both in substance and procedure from
United States law.2" Two reasons, however, support the conclusion
that the obviousness concept has not been grafted onto Australia's
designs law. First, the Designs Act mentions "obvious" adaptations
in the context of determining what designs are to be deemed "new
or original," a standard less strict than obviousness in the patent
sense." " Second, under Australian patent law, obviousness only
comes into play in opposition and revocation proceedings."2  The
lack of similar procedural devices in the Designs Act again suggests
that "obvious adaptation" in the context of designs has a much
more limited meaning than "obviousness" as that word is used in
patent law. Nevertheless, it is suggested that the exclusion of obvi-
ous adaptations of previous designs could serve as a vehicle to limit
the extension of Australia's design legislation in respect of spare
parts and other purely functional designs.

Australia's Designs Act takes on added importance to designers
because dual protection under the copyright laws is prohibited. Sec-

216. See Registered Designs Act 1949, 12, 13 & 14 Geo. 6, ch. 88, § 1(2) (U.K.);
Designs Act 1953, § 5(2) (N.Z.).

217. Designs Act 1906, § 17(1).
218. See Registered Designs Act 1949, 12, 13 & 14 Geo. 6, ch. 88, § 1(2) (U.K.);

Designs Act 1953, § 5(2) (N.Z.).
219. See Puri, supra note 207, at 183 (noting that the 1981 amendments have

considerably expanded the possible avenues of anticipation of a registered design).
220. See supra notes 25-33 and accompanying text.
221. See, e.g., Minnesota Mining & Mfg. Co. v. Beiersdorf (Aust.) Ltd. [1980] 29

Austl. R. 29 (High Court).
222. Obviousness is a measure of invention, see supra note 26, while the "new

or original" test denotes little more than novelty. See supra note 76.
223. See Terry, Unusual Aspects of Australia Law, 15 LEs NOUVELLES No. 2,

108, 110 (June 1982).
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tion 77 of the Copyright Act 1968-1982 provides that the owner of
copyright in an artistic work forfeits the copyright if the work is
applied industrially without having been registered under the De-
signs Act. 224 The broad scope of the Designs Act combined with the
prohibition against dual copyright protection forces designers to rely
on the Designs Act. Thus, Australia has to a large degree avoided
the problems of protecting designs through artistic copyright.

Since the Designs Act is the preferred method of obtaining pro-
tection for a design, the other provisions of the Act are of interest.
The Act confers a monopoly in the sense that independently created
designs may infringe a registered design.22 6 This is in contrast to
copyright, where copying must be shown. Protection for designs is
limited to a maximum of sixteen years.2 2 With regard to infringe-
ment, a registered design is infringed by any person who applies the
design infringes the design itself or any obvious or fraudulent imita-
tion thereof.2 7 Finally, relief may be granted in the form of an in-
junction, damages, or an account of profits . 2

In summary, Australia's design legislation has yielded more ra-
tional results than the corresponding legislation in the United King-
dom and New Zealand. Australia's Designs Act is a vital piece of
legislation, whereas the Designs Acts in the United Kingdom and
New Zealand have been eviscerated over the last decade through the
rise of design copyright. In one sense, it may be said that the results
in all three countries have been much the same. Australia protects
both applied art and Bauhaus design under its Designs Act. The
United Kingdom and New Zealand protect applied art through their
respective Designs Acts, while Bauhaus design and purely functional
designs come within the ambit of artistic copyright.

The important distinction between the two approaches is that
Australia has accomplished through a single, cohesive system what
the United Kingdom and New Zealand have done in a somewhat
splintered fashion. Art and industrial design share some common el-
ements, but there are important differences between art and design,
and systems of artistic copyright and design protection should re-
flect these differences.22 9 It is therefore inappropriate that industrial

224. On the operation of this somewhat tortuously drafted provision, see Note,
Copyright/Design Overlap: Ogden Industries, Ltd. v. Kis (Australia) Ltd., 10 SYDNEY
L. REV. 419 (1984).

225. Designs Act 1906, § 25.
226. Designs Act 1906, § 27A.
227. See Malley's Ltd. v. J.W. Tomlin Pty. Ltd. [1961] 35 A.L.J.R. 352 (setting

forth test for infringement of a design); Kewley & Stern, supra note 207, at 535
(same).

228. Designs Act 1906, § 32B.
229. In the field of fine arts, substantially the whole value of a work lies in the

creative contribution of the author. In the case of industrial design, however, the de-
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designs on the functional end of the scale between art and design
have been the subject matter of artistic copyright in the United
Kingdom and New Zealand. Both the United Kingdom and New
Zealand have recognized this problem; the United Kingdom in its
White Paper, and New Zealand in the 1985 amendments to its copy-
right laws as they affect industrial designs. It is suggested, however,
that the unified system of Australia presents itself as a better model
for design protection proponents in the United States.

THE MOORHEAD BILL

Thus far, several points have been examined. The initial portion
of the paper considered the current status of design protection in
the United States. A picture arose of a design patent system which
has failed to achieve its goal of encouraging new and original designs
for useful articles. Moreover, it was shown that copyright is not
available as an alternative. Reference was made to the long standing
nature of this design protection problem, and the principal stum-
bling block to reform was identified: the concern of some that a new
form of design protection could result in undue restraints on compe-
tition. From this backdrop, an analytical review of three foreign de-
sign protection systems was undertaken. This analysis revealed that
other nations have adopted strong design protection measures.
While these measures may be too strong to gain favor in the United
States, they are nonetheless valuable for the light which they shed
on the balance to be achieved between protection and competition.

The final inquiry, then, must be whether Representative Moor-
head's current proposal can meet the challenge of protecting Ameri-
can designers from those who would pirate their works, while at the
same time maintaining an undampened competitive atmosphere.

The Moorhead bill proposes a simple registration procedure
which would allow for ten years of copyright-like protection for orig-
inal industrial designs15 0 A design is "original" if it is "the indepen-

signer's contribution represents at best only a minimal fraction of the article's value.
This important distinction suggests that there should be different remedies for in-
fringement of artistic copyright and industrial design, as Lord Bridge explained in
British Leyland v. Armstrong. See [1986] 1 All E.R. at 859-60.

The fine arts and industrial design also differ at their inception. Works of art are
often the creation of independent artists, while industrial designers are typically cor-
porate employees. As between a corporation investing in design and an individual
artist, the nature of the reward for their respective contributions need not be the
same. On the one hand, the artist may not reap the economic benefits of his efforts
for quite some time, so long term protection is justifiable. On the other hand, a corpo-
ration need only protect its investment in design long enough to gain a market lead.
Moreover, even in the case of a highly successful design, a manufacturer is likely to
alter it after a relatively short time to prevent the design from going stale with the
public. Thus, there is no need in the field of industrial design for extended protection.

230. H.R. 379, 100th Cong., 1st Sess. §§ 1001, 1005 (1987).
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dent creation of an author who did not copy it from another
source." ' A design is excluded from protection if it is "staple or
commonplace,"328 or if it is "dictated solely by a utilitarian function
of the article that embodies it. '" s2 The bill defines a "design" of a
useful article to be "those aspects or elements of the article, includ-
ing its two-dimensional or three-dimensional features of shape and
surface, which make up the appearance of the article." ' 4 The bill
provides that design protection will in no case extend to "any idea,
procedure, process, system, method of operation, concept, principle,
or discovery.

'"8 5

An examination of these provisions suggests that they represent
a workable solution to the design protection problem. The registra-
tion procedure, which requires only originality in the copyright
sense, would remove the stringent requirement of non-obviousness
present in the design patent system.8 6 Moreover, the provision for a
ten year term of protection is eminently more reasonable than the
long term protection which was until recently available under New
Zealand law, and which will presumably be eliminated in the United
Kingdom when the proposals contained in the White Paper are
adopted. In this way, the American proposal avoids the possibility of
stagnation in the area of design which could result from overly long
protection.

28 7

The bill's definition of design as those features "which make up
the appearance of the article" is quite similar to the Australian defi-
nition.2 8 This definition is a good one because it is aesthetically
neutral; no particular approach to design is favored.2 ' The defini-
tion is followed, however, by the troublesome rider which excludes
designs "dictated solely by a utilitarian function of the article"
which embodies the design.1 0 As discussed above, this provision

231. Id. § 1001(b)(3).
232. Id. § 1002(b).
233. Id. § 1002(d).
234. Id. § 1001(b)(2).
235. Id. § 1002(g).
236. The removal of the obviousness test would create a more objective situa-

tion in which designers would have a better idea of what designs can be protected.
See In re Nalbandian, 661 F.2d 1214, 1219 (C.C.P.A. 1981) (Rich, J., concurring).

237. The 10 year term of protection is on a par with the terms which the other
common law nations have proposed or enacted. See INTELLECTUAL PROPERTY AND IN-
NOVATION, CMND. 9712, at 22-23 (Apr. 1986) (U.K.) (proposing 10 year term for all
original designs, with the option of a 25 year term for genuinely aesthetic designs);
Copyright Act 1962, § 20B, as amended by the Copyright Amendment Act 1985
(N.Z.) (16 year term); Designs Act 1906, § 27A (Aust.) (16 year term). But see Com-
ment, supra note 34, at 131 (suggesting that 10 year term may be overly long).

238. See supra note 208 and accompanying text.
239. Cf. Crew, supra note 145, at 7 (suggesting that the law should be neutral

on the question of aesthetics).
240. H.R. 379, 100th Cong., 1st Sess. § 1002(d) (1987).
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would be improved if it were redrafted to clarify that a design
should be excluded only if that particular design must be used to
perform the desired function.2 4 ' This change would achieve a unified
system for the protection of both applied design and Bauhaus de-
sign, but at the same time would place clearer limits on the protec-
tion of purely functional designs than are present in the Australian
system.

Turning to the other provisions of the Moorhead bill, the exclu-
sion of "staple or commonplace" designs would prevent abuses such
as attempts to register simple geometric figures. Similarly, that por-
tion of the bill which precludes protection for ideas or procedures
reflects the narrow scope of the bill. Read in conjunction with the
other sections of the bill, this restriction would prevent design own-
ers from receiving rights inconsistent with the ease with which pro-
tection may be obtained.2 42 This is to be contrasted with the situa-
tion in New Zealand, where the Wham-O case exemplified the
concern that copyright was being extended to protect ideas.

In the area of infringement, the Moorhead bill provides that in-
dependently created designs will not infringe a protected design.242

Infringement occurs only when the alleged infringer has copied the
protected design.2, 4 As Representative Moorhead stated in his re-
marks introducing the bill, these provisions are intended to create a
narrowly focused form of protection aimed at the parasitic
copyist.1'"

The Moorhead bill provides for remedies on a par with those
available under the Australian system. The courts are empowered to
grant injunctions restraining infringement.2 ' 6 Damages are to be
awarded in an amount "adequate to compensate" for any infringe-
ment, and the courts may award a design owner the infringer's profit
if the infringer's sales are reasonably related to the use of the pro-
tected design.247 There is no provision for the conversion damages
which were singled out for criticism in the United Kingdom and
New Zealand design copyright systems.

CONCLUSION

In conclusion, the Moorhead bill would create a system of pro-

241. See supra notes 142-44 and accompanying text.
242. Since the bill requires only that a design be original to obtain protection,

the design owner should be granted correspondingly narrow rights in the design. See
supra notes 188-95 and accompanying text.

243. H.R. 379, 100th Cong., 1st Sess. § 1008(b) (1987).
244. Id. at § 1008(e).
245. 133 CONG. Rac. E49 (daily ed. Jan. 7, 1987).
246. H.R. 379, 100th Cong., 1st Sess. § 1021 (1987).
247. Id. at § 1022.
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tection for industrial designs and fill the void which now exists in
the United States in this area. At the same time, the proposed legis-
lation is narrow in scope. Where a particular design must be used to
perform a desired function, it would not be entitled to protection
under the bill. This limitation is more specific and hence more effec-
tive than those present in Australia's broad design legislation. More-
over, such a limitation would prevent the protection of function
through design registration, in contrast to the design copyright sys-
tems in the United Kingdom and New Zealand. Under the proposed
system, design piracy would be restrained, but in a competitive envi-
ronment. It is therefore suggested that the Moorhead bill be enacted
in the 100th Congress.

Brett S. Sylvester
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